The corrections requested by the Examiner on page 
2 of the rejection have been made. 

The allowance of claim 50 and the indication of 
allowability of claims 11 , 16, 52 and 53 is gratefully 
acknowledge by applicants. 

t 

Claims 5-10, 18, 24-32, 34-38, 40-43 and 4 7 have 
been rejected under 35 USC 103 over .Murai et al. 

The Examiner asserts that the C_ and Q c alkyl 

D D 

species of the present claims would have been obvious from 
the c i" C 4 progression of the Murai et al patent. 

Claims 5-10, 14, 18, 24-32, 34-38, 40-43, 47 and 
.51 are rejected under 35 UCS 103 as being unpatentable over 
Matsumura . 

Claim 45 has been rejected under 35 USC 103 as 
being unpatentable over Saeki . 

Applicants respectfully request reconsideration of 
the these rejections by the Examiner in view of the 
amendments to the claims and the hereinbelow remarks. 

The present claims have been amended so as to 
exclude those compounds wherein R- is a C -C / _ alkyl 
substituted by phenyl. 

In regard to these rejections, applicants wish to 
direct the Examiner's attention to the CCPA entitled In re 
Mckellin, 188 USPQ 42B. It is believed that the decision is 
directly on point herein and indicates that the section 103 
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rejections made by the Examiner are improper. 

The interference proceedings in the present 
application involved specific species which are no longer 
encompassed by the present claims. In the present 
application, the interferences were decided on the basis of 
'foreign priority dates. The lost counts of the interference 
are prior art only under 35 USC 102(g). An award based upon 
prior invention in foreign country is not prior art under 35 
USC 103. A rejection under section 103 "on the theory that 
an applicant who has lost an interference can never be 
entitled to claims which are obvious variations of the 
invention defined in the lost counts" in the case when 
priority was based on foreign priority was found to be 
without any foundation in judicial doctrine (see pg. 435 of 
the decision) . 

Withdrawal of these rejections and allowance of 
the present claims is requested. 

Claims 45 has been cancelled. 

Claims 5-9, 18, 24-32, 34-38, 40-43, 45 and 47-49 
have been rejected under 35 USC 112. 

The corrections requested by the Examiner have 
been made. Sulfur should have been "sulfo". 
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It is believed the claims are in condition for 
allowance and notice thereof is respectfully requested. 

Respectfully submitted, 
SPRUNG HORN KRAMER & WOODS 
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testimony is credited, it appears* that Piher 
will prevail. But the question of credibility 
and the inter[)retation of i he exhibits are 
matters that must be decided in the first in- 
stance by a trial judge. VV'c therefore remand 
for a new trial of all issues raised by Pihervs 
on sale challenge to the validity of the '2H5 
patent. 

V. 

As already noted, CTS has never 
marketed its tl low cost 450" control com- 
mercially. Moreover, there were defects, 
albeit correctable, in the prototypes which 
CTS tested. Fiber therefore argues that the 
invention was not useful, that the best mode 
of carrying it out was not described in the 
'285 patent specifications, and that the in- 
vention was abandoned. 'The trial judge re- 
jected each of these contentions and we can- 
not say that his findings are clearly 
erroneous. 

[10] The fact that there was a defect in 
the prototypes surely does not demonstrate 
that the invention was not useful. Indeed, 
since the basic features of the invention 
appear to be embodied in Piher's PT-15 
trimmer — as may fairly be inferred from 
Piher's on sale defense and CTS 1 original 
charge that the PT-15 infringes the '285 pa- 
tent — and since Piher's trimmer is evident- 
ly a commercial success, it seems logical to 
infer that the subject matter of the invention 
is useful within the meaning of §102. 

[11] Similarly, even' if the CTS 
prototypes are not the best possible embodi- 
ment of the invention, we find nothing in the 
record to support the argument that the in- 
ventors contemplated a better mode than 
that disclosed in the specifications. Section 
1 12 merely requires that the patent disclose 
tl thc best mode contemplated by the inven- 
tor of carrying out his invention. 1 ' 

[12] Finally, the fact that CTS promptly 
filed its patent application forecloses the 
contention that the invention was aban- 
doned within the meaning of § 102(c). There 
are, of course, cases in which the character 
of the commercial exploitation of an inven- 
tion will be relevant to the issue of abandon- 
ment, cf. Dunlop Holdings. Ltd. v. Ram 

Coif Corp., F.2d , No. 74-2024 at 

6. (7th Cir., Oct. 20, 1975), but if the 
application is promptly filed and diligently 
prosecuted, the decision to postpone com- 
mercial development does not constitute 
abandonment. 

VI. 

The district court refused to award costs 
to CTS, even though it prevailed on all 
issues decided by the district cou^.. CTS has 
therefore filed a cross appeal, relying heavily 
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on our recent decision in Popeil Bros.. Inc. 
v. Schick Klectric. Inc.. 516 F.2d 772. 186 
USPQ244 (1975). In view of our remand for 
a new trial of the on sale defense, we believe 
that the question of what costs, if any. CTS 
should recover, can await the conclusion of 
the proceedings in the trial court. 

The judgment of the district court is af- 
firmed in part and reversed in part. 



Court of Customs and Patent Appeals 

In re McKellin, Mageli, and D'Angelo 
No. 75-539 Decided Jan. 22, 1976 

PATENTS 

1. Patentability — Anticipation — In- 

volving interference (§51.213) 

Pleading and practice in Patent Office 

— Rejections (§54.7) 

Applicant who lost interference is not en- 
titled to claims corresponding to lost counts' 
subject matter; determination of priority 
adverse to applicant constitutes final refusal 
of claims involved. 

2. Court of Customs and Patent Appeals 

— Issues determined — In general 
(§28.201) 

Although arguments put forth for first 
time in Court of Customs and Patent 
Appeals will not ordinarily be considered, 
court elects to consider new argument that 
has guidance potential and will not pre- 
judice applicants. 

3. Interference — In general (§41.01) 

35 U.S.C. 135(a) is' procedural rather 
than substantive. 

4. Interference — Practice (§41.60) 

Patentability — Anticipation — In- 
volving interference (§51.213) 

Pleading and practice in Patent Office 

— Rejections (§54.7) 

35 U.S.C. 135(a) provides procedure to 
economize time and work in further 
prosecution of losing party's application; 
claims 1 final refusal may be based on 
statutory prior art, loss of right to patent, or 
estoppel; 35 U.S.C. 135(a) is not statutory 
prior art section, and neither counts nor 
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their subject matter is statutory- prior art un- 
der section. 

5. Court of Customs and Patent Appeals 

— Issues determined — Ex parte 
patent cases (§28.203) 

Patentability — Invention — In 
general (§51.501) 

Pleading and practice in Patent Office 

— Rejections (§54.7) 

Court of Customs and Patent Appeals 
discusses propriety of examiner's positions 
that were not specifically reversed by Board 
of Appeals; 35 U.S.C. 103 rejection must be 
based on evidence, which could include 
statutory prior art and admissions against 
interest. 

6. Patentability — Anticipation — Com- 

bining references (§51.205) 

Patentability — Anticipation — In- 
volving interference (§51.213) 

Loss of interference counts alone does not 
make their subject matter statutory prior art 
to losing party; lost counts' subject matter 
that is Section 102 prior art may be used 
alone or in combination with other 
references under Section 103. 

7. Interference — Priority (§41.70) 

Award of priority to interference party 
implies that he made counts' invention prior 
to filing date of adverse party's parent 
application. ■ 

8. Court of Customs and Patent Appeals 

— Issues determined — Ex parte 
patent cases (§28.203) 

Court of Customs and Patent Appeals 
reviews Board of Appeals decision on stated 
ground of rejection and. not merely on 
reasoning supporting decision. 

9. Disclaimer — In general (§32.1) 

Interference — Conceding priority 
(§41.15) 

Interference — Evidence — Failure to 
take (§41.357) 

Patentability — Anticipation — In- 
volving interference (§51.213) 

Applicant's refusal to copy claims that he 
could make, and preventing priority award 
based on evidence, results in concession of 
priority, or "disclaimer." so that claims' 
subject matter is Section 102(g) prior inven- 
tion of another in this country and prior art 
to applicant under Section 103 where con- 
cession of priority does not depend on when 
or where subject matter was invented; 
however, facts will not be inferred that con- 
tradict facts of record forming basis of 



priority award; consequences ensuing from 
priority award based on evidence of record 
significantly differ from inferences made in 
absence of evidence. 

10. Patentability — Anticipation — In 

general (§51.201) 

Patentability — Invention — In 
general (§51.501) 

Prior invention in this country is prior art 
under Sections 102(g) and 103, but prior in- 
vention in foreign country is not Section 103 
prior art. 

11. Patentability — Anticipation — In- 

volving interference (§51.213) 

Patentability — Anticipation — 
Patents — Foreign (§51.2215) 

Patentability — Anticipation — 
Patents — On copending 
applications (§51.2219) 

Lost counts' subject matter that was 
neither known nor used by others in this 
country before applicant's effective filing 
date, nor patented or published before 
effective filing date, is not Section 102(a) 
prior art; foreign application that was not 
filed more than one year before applicant's 
effective filing date is not Section 102(b) 
prior art ; effective date of patent's disclosure 
vis-a-vis U.S. application is its U.S. filing 
date; disclosure of patent whose U.S. filing 
date is subsequent to applicant's effective 
date is not Section 102(e) prior art. 

12. Interference 

(§41.15) 



Conceding priority 



Patentability — Anticipation — In- 
volving interference (§51.213) ' 

Conceding priority of counts' subject 
matter is admission that subject matter is 
Section 102(g) prior invention of another in 
this country and Section 103 prior art, ab- 
sent evidence of where invention was made; 
applicant's concession that counts' subject 
matter is prior art renders it inappropriate 
to question use of subject matter as if it were, 
prior art with respect to applicant's claims. 

13. Interference — Priority (§41.70) 

Patentability — Anticipation — In 
general (§51.201) 

Patentability — Anticipation — 
Patents — Foreign (§51.2215) 

Patentability — Invention — In 
general (§51.501) 

Giving invention apparently made outside 
U.S. same effective date as reference as if it 
had been made in this country is contrary to 
statutory limitations. 
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14. Patentability — Anticipation — In- 
volving interference (§51.213) 

Patentability — Invention — In 
general (§5i;501) 

Pleading and practice in Patent Office 
— Rejections (§54.7) 

No judicial doctrine supports 35 U.S.C. 
103 rejection on theory that applicant who 
lost interference is never entitled to claims 
that are obvious variation of invention defin- 
ed in lost counts. 

Particular patents — Vulcanizing 

McKcllin, Mageli, and ITAngelo, New 
Vulcanizable and Vulcanized Compositions 
Containing Polyperoxidc, rejectiqn of claims 
6. 7, 10-18, and 21-25 reversed. 
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Appeal from Patent and Trademark Of- 
fice Board of Appeals. 

Application for patent of Wilbur H 
McKellin, Orville L. Mageli, and Antonio 
Joseph D'Angelo, Serial No. 866,420, filed 
Sept. 30, 1969, continuation in part of Serial 
No. 285,857, filed June 6, 1963. Prom deci- 
sion rejecting claims 6, 7, 10-18, and 21-25,, 
applicants appeal. Reversed ; Markcy, Chief 
Judge, and Rich, Judge, concurring with 
opinions; Miller, Judge, dissenting with opi- 
nion. 

Carl A. Hechmer, Jr., Philadelphia, Pa. 
(Howson & Howson, William E. Hedges, 
and Charles H. Howson, Jr.. alf of 
Philadelphia, Pa., of counsel) for 
appellants. 

Joseph F, Nakamura (Jack E. Armore, of 
counsel) for Commissioner of Patents and 
Trademarks. 

Before Markey, Chief Judge, and Rich, 
Baldwin, Lane, and Miller, Associate 
Judges. 

Lane, Judge. 

This is an appeal from the decision of the 
Patent and Trademark Office Board of 
Appeals affirming the examiner's rejection 
of claims 6, 7, 10-18, and 21-25, all' of the 
claims in application serial No. 866,420, fil- 
ed September 30, 1969, for "New 
Vulcanizable and Vulcanized Compositions 
Containing Polyperoxide. " We reverse. 

Background 

Appellants' application returned to ex 
parte prosecution after appellants lost an in- 
terference with United States Letters Patent 
3,409,600 to P.R.A. Maltha and S.B. Ti- 
jsscn. None of the claims on appeal were 
counts. The sole basis of rejection is under 



3p b.SC 103. the rejected claims beine held 
obvious m view of the subject matter of the 
counts of the interference/The sole issue on 
appeal is whether claims mav be rejected 
under 35 USC 103 on the ground that a los- 
ing party to an interference is not entitled to 
claims which are asserted to be obvious 
variations of the .invention defined in the 
counts, when section 102(g) and in- 
terference estoppel are not applicable 



7 lie Interference 

Appellants' parent application (serial No. 
ZH^Xsl) was filed in the United States Pa- 
tent and I rademark Office on June 6, 1963 
Subsequently, on October 10, 1963, Maltha 
ct al. (hereinafter Maltha) filed a patent 
application, a division of which issued as 
United States Letters Patent 3,409,600 on 
November 5, 1968. The Maltha patent 
claims a process and compositions within 
the scope of serial No. 283,857, in the sense 
that an act which infringes the claims of the 
Maltha patent would infringe the claims of 
serial No. 285,857. Appellants thereafter fil- 
ed a continuation-in-part application, serial 
No. 866,420, which is involved in this 
appeal. This application contained claims 
copied from the Maltha patent and included 
a request for an interference. All of- the 
claims of the Maltha patent were copied. 
The class, of peroxy compounds disclosed 
and for which protection was sought in 
serial No. 866,420 was broader (i.e., includ- 
ed more species) than the class of peroxy 
compounds disclosed and claimed in the 
Maltha patent. ■ 

Thereafter patent interference No. 97.329 
was declared between Maltha and the 
appellants herein. Maltha was accorded the 
benefit of his Netherlands application No 
284,315, filed October 12, 1962. Based only 
on their foreign priority date Maltha 
became the senior party and prevailed in the 
interference, receiving an award of priority. 

During the course of the interference 
appellants moved to add additional counts 
to include species disclosed in the patent 
which were within the scope of the in- 
terference counts and also to add counts to 
species which were not disclosed in the pat- 
ent but were within the scope of the in- 
terference counts. These motions were refus- 
ed entry by the interference examiner. 

Following the adverse award of priority, 
appellants' application returned to ex parte 
prosecution with claims directed to the 
species just described, as well as claims to 
other species neither disclosed in the patent 
nor within the scope of the interference 
counts. All of these claims cUil'vr from the in- 
terference counts in one or more material 
respects. Claims 6 and 13, which are 
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representative, are reproduced in the appen- 
dix to this opinion together with the in- 
terference counts. 

The Examiner's Rejection 

The examiner rejected the claims under 
35 USC 103 as unpatentable in view of the 
counts of the interference, or in view of the 
Maltha patent. The examiner concluded 
that the instant claims would be obvious to 
one of ordinary skill in the art from the 
counts of the interference. Appellants have 
made no attempt to prove any new or unex- 
pected results. 

The. Board's Decision 

The board interpreted the reasoning of 
the examiner to mean that the sub'ject 
matter sought to be patented was barred to 
"appellants by reason of the adverse award of 
priority as to the counts of the interference. 

The board agreed with appellants that if 
an interference involves two applications, a 
party who fails to make a motion to add all 
common subject matter may be estopped 
from later obtaining claims to such subject 
matter, but that if (as here) an interference 
involves a patent, there is no estoppel. 

The board considered appellants 1 argu- 
ment that since. appellants' application had 
an earlier effective United States filing date 
than the Maltha patent, from which the 
claims which corresponded to the in- 
terference counts were copied, the counts 
could not be considered "prior art" under 
35 USC 102(g). 

The board answered by saying: 

Wc specifically indicate that the rejection 
is not that the claims are unpatentable 
over |sic, under | 35 USC 102(g) coupled 
with 35 USC 119. Rather, the rejection is 
on the basis that appellant [sic| has lost 
the interference and, in view of the 
adverse decision on priority, is not en- 
titled to claims which correspond to or are 
■ obvious variations of the invention as 
defined in the counts of the interference. 
This is the line of reasoning advanced by 
the third member of the Board in the 
Hilmer case [In re Hilmer, 57 CCPA 98S 
424 F.2d 1108, 165 USPQ 255 (1970), 
hereinafter Hilmer (II)|, * * * where, 
while concurring in the result, he stated! 
"I see no reason to go beyond the conces- 
sion of priority filed by Hilmer et al. — ". 



Since his view was not determinative of 
the appeal, the court limited itself to only 
the correctness of the reasoning of the 
majority.' 

The board noted that appellants had not 
alleged that their invention produced any 
new or unexpected result over that produced 
by the invention of Maltha represented by 
the lost counts, and held that appellants' 
claims "cither fall within the scope of the in- 
vention defined by the counts or are obvious 
variations thereof." Appellants contended 
there is no evidence of record that the inven- 
tion defined in the counts was made in this 
country by another before appellants' inven- 
tion. The board responded: 

If we were to follow appellants' reason- 
ing to its logical conclusion, we would 
condone a situation in which, by present- 
ing claims, drawn sequentially, to com- 
pounds containing carbon chains from 1 
to 20 carbon atoms, or to obvious 
variations of the compounds, the losing 
party in an interference with a patent, 
(which relied on a foreign priority date), 
could be granted a patent which would 
cover all aspects of the invention defined 
in the counts of the interference as to 
which he has been adjudicated not to be 
the first inventor. Obviously, this would 
make a mockery of the interference prac- 
tice. 

The Solicitor's Position 

The solicitor, representing the Com- 
missioner of Patents and Trademarks, has 
taken the position that the counts which 
appellants lost in the interference are "prior 
art" to appellants. It is the solicitor's posi- 
tion that having lost the counts in an in- 
terference, the subject matter of the lost 
counts is statutory prior art to the losing 
party under 35 USC 135(a). The solicitor 
observes that section 135 provides that the 



1 This concurring opinion reads in toto: 
Behrens, Examincr-in-Chicf. Concurring. 
As to the affirm a net 1 of the rejection now con- 
sidered, that of claims 10 and 16, I concur in 
the result. On the record I see no reason to go 



beyond the concession of priori tv filed bv 
Hilmer ct al. in Interference No. 9f)',218 which 
applied to the count corresponding to Hilmer et 
al. claim 15. The art, as Wagner et al. show, 
recognized the equivalence of the toluyl (of 
claim 15) and cycloaliphatic radicals (of claims 
1 and 1 6) in compounds very closely related as 
to structure and intended use. Appellants es- 
tablish no earlier date of invention for the 
cycloalkyl compounds than for their toluyl 
analogues on which they have conceded priori- 
ty. In rc Gregg, 44 CCPA 904, 1957 C.I), 284 
72(^OX;. 227, 244 F.2d 316, 113 USPQ 526 

' Sec Hilmer (II), 57 CCPA at 987, 424 f\2d at 
I 1 10, 165 USPQ at 257. 
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losing pai;ty is not'entitled to claim the sub- 
ject matter of the lost counts. Therefore, the 
solicitor reasons, the subject matter of the 
lost counts is statutory prior art to the losing 
party in the same anticipatory sense as the 
statutory prior art described in 35 USC 102. 
and also within the meaning of the term 
"prior art" in 35 (JSC 103. 



Opinion 

Section 135 

[1] An applicant who has lost an in- 
terference is not entitled to claims which 
correspond to the subject matter of the 
counts of the interference. A determination 
of priority of invention adverse to an appli- 
cant constitutes the final refusal by the Patent 
and Trademark Office of the claims in- 
volved. 35 USC 135. Neither party contends 
that the claims on appeal "correspond" to 
the counts in the interference. 

[2] We turn now to the statutory con- 
struction of 35 USC 135(a) which the 
solicitor here presents to this court as a 
• novel proposition of law and for the first 
time in the prosecution of appellants' 
application. As the solicitor is well aware, 
this' court will not ordinarily consider 
arguments nut forward for the first time in 
this court, in re Allen, 51 CCPA 809, 815, 
324 F.2d 993, 998, 139 USPQ 492, 496 
(1963). Nevertheless, we have elected to 
consider this argument in the present case 
because of its guidance potential and 
because our view thereof cannot prejudice 
appellants. 

[3] The solicitor suggests that the provi- 
sion in 35 USC 135(a) that an adverse 
award of priority in an interference "shall 
constitute the final refusal by the Patent and 
Trademark Office of the claims involved" 
means that the subject matter of the counts 
is statutory prior art to the losing party in the 
same anticipatory sense as the statutory 
prior art described in section 102 and also 
within the meaning of the term "prior art" 
in section 103. Nothing in the legislative 
history of 35 USC 135(a) supports the 
solicitor's position. The Reviser s Note, 35 
USCA 135. explains: 

The first paragraph states the existing 
corresponding statute [R.S. 4904] with, a 
few changes in language. An explicit 
statement that the Office decision on 
' priority constitutes a final refusal by the 
Office of the claims involved, is added. 

The Commentary on the New Patent Act, 
by P.J. Federico, 35 USCA at 37-38, con- 
firms this, and states further, "The sections 
just mentioned, 131 to 135, deal with 
procedure in the Patent Office, of which only a 



small part is reflected in the statute." 
(Emphasis added.) A reading of section 
135(a) confirms that all its provisions relate 
to procedure rather than substance. 

[4] In support of his statutory construc- 
tion, the solicitor reasons that because the 
claims corresponding to the counts are un- 
patentable to the losing party, the subject 
matter of the counts must be statutory prior art 
to the losing party. The weakness of this 
reasoning is apparent. The purpose of sec- 
tion 135(a) was, in part, to provide a new- 
procedure to economize time and work in 
the further prosecution of the losing party's 
application. The final refusal of claims by 
the Patent and Trademark Office may be 
based, inter alia, on statutory prior art or 
loss of right to a patent or an estoppel. The 
inference that the counts (i.e., the subject 
matter of the counts) must be statutory 
prior art to the losing party merely because 
section 135(a), as a matter of Patent and 
Trademark Office procedure, provides for 
automatic "final refusal" of claims cor- 
responding to the counts by virtue of the 
adverse award of priority, is unwarranted. 
We specifically reject the novel proposition 
. that 35 USC 135(a) is a statutory prior art 
section, and hold that neither the counts nor 
the subject matter of the counts is statutory 
prior art by virtue of this section of the 
statute. 

Section 103 

[5] The examiner rejected the claims un- 
der 35 USC 103 as unpatentable in view of 
the counts of the interference, or in view of 
the Maltha patent. Since the examiner's 
position was not specifically reversed by the 
board (37 CFR 1.196(a)),' we shall discuss 
the propriety of these positions. In re 
Halliweli. 53 CCPA 1112. 358 F.2d 1008 
149 USPQ 511 (1966). It was the ex- 
aminers position that the subject matter of 
the appealed, claims would have been ob- 
vious at the time appellant's invention was 
made to a person having ordinary skill in the 
art in. view of the counts of the interference, 
i.e., the subject matter of the counts, sec 
Hilmer (II), 57 CCPA at 987, 424 F.2d at 
1 1 10, 165 USPQ at 25.6-57, or in view of the 
disclosure of the Maltha patent. Since a sec- 
tion 103 rejection must be based on evidence 
(statutory prior art, admissions against in- 
terest, etc.), we shall first consider the status 
of the subject matter of the counts lost in the 
interference, and ■ the disclosure of the 
Maltha patent, as statutory prior art with 
respect to the appealed claims. 

[6| The subject matter of counts lost in 
an interference is not, for that reason alone, 
statutory prior art to the losing party. We 
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must therefore consider whether the subject 
matter of the counts lost in the interference 
falls within a prior art paragraph ol section 
102. If it is found that the subject matter of 
the lost counts is prior art under section 102, 
it may be used alone or in combination with 
other references under section 103. In re 
Harrv. 51 CCPA 1541, 333 F.2d 920, 142 
USPQ 164 (1964). 

[7] We must first determine when and 
where the subject matter of the lost counts 
was invented in order to ascertain the 
significance of the lost counts with respect to 
section 102. Appellants* parent application 
was filed June 6, 1963. 'Appellants were 
restricted to that date by the Board of Pat- 
ent Interferences. The decision of the board 
awarding priority to. Maltha necessarily im- 
plies that Maltha made the invention of the 
counts prior to June 6. 1963. We conclude 
that the date of the invention of the subject 
matter of the lost counts must be prior to 
June 6, I 963. The place where Maltha made 
the invention of the counts appears from the 
evidence to have, been outside the United 
States, since Maltha was awarded priority 
on the basis of his Netherlands filing date. 

[8] The board's opinion in the present 
case indicates reliance on the line of reason- 
ing advanced in the concurring opinion of 
the Board of Appeals in Hilmer (II). set 
forth in footnote 1, supra. The board stated 
that because the reasoning advanced in the 
concurring opinion in Hilmer (II) was not. 
determinative of that appeal, this court 
reviewed only the correctness of the reasoning 
of the majority of the board. Our analysis 
should not be confined to the board's 
reasoning alone since we review the decision 
of the board on the stated ground of rejec- 
tion and not merely its reasoning in support 
of that decision. Hunt v. Trcppschuh, 523 
F.2d 1386. 1388, 187 USPQ 426. 428 (CC- 
PA 1975). 

[9] We have recently reviewed the con- 
sequences of a concession of priority with 
respect to the count of an interference. Sec 
In re Ogiuc. 517 F.2d 1382. 186 USPQ 227 
(CCPA ' 1975). Therein we held that an 
applicant's refusal to copy claims which he 
could make resulted in a concession of priority 
(termed a "disclaimer" in 37 CFR 1 .203(b)) 
that the subject matter of those claims is the 
prior invention of another in this country under sec- 
tion H)2(%) and thus prior art to that appli- 
cant under section 103. Id. at 1390-91, 186 
USPQ at 234-35. That is the legal conse- 
ciuence of a concession of priority which 
does not depend on when or where the sub- 
ject matter of the claims not copied was in- 
vented. Id. at 1391 n.3, 186 USPQ at 235 
n.3. Such consequences arc imposed when 
an applicant, by refusing to copy claims. 
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prevents fin award of priority based on 
evidence of record. However, when, as in the 
present case, priority is awarded on the 
basis of evidence of record, the law will not 
infer facts which are contradicted by facts of 
record. The evidence of record in the present 
case consists of the factual allegations in the 
motion of Maltha to be accorded the benefit 
of his Netherlands filing date, and to shift 
the burden of proof. This motion, supported 
by the necessary documents (37 CFR 
1.224), granted by the primary examiner 
and the Board of Patent Interferences, is 
evidence, accepted by the Patent and 
Trademark Office, that Maltha made the 
invention of the counts outside the United 
States. Because of the significantly different 
consequences which may ensue from an 
award of priority based on evidence of 
record, as opposed to inferences made in the 
absence of evidence, we find the board's 
reliance on a theory of concession of priority 
inapposite in the present case. 

[ 1 1 The board's opinion concludes with 
the. statement set forth above, critical of the 
significantly different consequences which 
may ensue from an award of priority based 
on prior invention in this country ,-which. is 
prior art under section. 102(g) and section 
103, as opposed to an award based on prior 
invention in a foreign country, which is not 
nrior art under section 103. As we said in 
Hilmer (II), if the law as it has been written 
by Congress creates anomalous situations, 
then it is for Congress to decide whether to 
change the law. See Hilmer (II), 57 CCPA 
at 991 n.6. 424 F.2d at 1113n.6, 165 USPQ 
at 259 n.6. We are aware that Congress is 
currently considering legislation to amend 
the patent statute. It may well wish to con- 
sider whether it would be desirable to 
amend Title 35 so that a foreign priority- 
application is for all purposes given the 
status- of an application filed in the United 
States on the day it was first filed in a 
foreign country, a matter on which we ex- 
press no opinion. 

[11] We have considered whether the 
subject matter of the counts lost in the in- 
terference falls within any "prior art 1 ' 
paragraph of section 102 other than section 
102(g), and find that it does not. The sub- 
ject matter of the lost counts is not prior art 
under section 102(a) because it was neither 
known nor used by others in this country 
before appellants 1 effective filing date. 
Further, there is no evidence that the inven- 
tion disclosed in Maltha's Netherlands 
application No. 284,315, filed October 12, 
1962, was cither patented or published 
before appellants' effective filing date. With 
respect to section 102(b), Maltha's 
Netherlands application No. 284,315 was 
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not even Tiled more than onv year before 
appellants' effective" filing date, June 6. 
1963. 

With respect to section 102(e), the effec- 
tive date of the disclosure of the Maltha patent 
vis-a-vis an application filed in the United 
States is the United States filing date of 
Maltha. In re Hilmcr. 53 CCPA 1288. 
1318-20, 359 F.2d 859, 882-83, 149 USPQ 
480, 499-500 (1966), hereinafter Hilmcr (I). 
The United States filing date of the Maltha 
patent is subsequent to appellants' effective 
date. Therefore the disclosure of the Maltha 
patent cannot be prior, art under section 
102(e). 

There is no other statutory basis for finding 
that either the subject matter of the lost 
counts or the disclosure of the Maltha pat- 
ent is prior art, in the sense of 35 USC 103, 
to appellants. 

Obvious Variations of the Lost Interference Counts 



he Txiard noted that appellants have 
neither introduced- any evidence of unoh- 
vious results, nor have they even argued the 
question of obviousness. We assume, 
without deciding, that the claims on appeal 
are directed to obvious variations of the in- 
vention of the counts. The question remains 
whether there is any judicial doctrine which 
will. support a rejection under 35 USC 103 of 
such claims. 

The solicitor has directed our attention to 
several cases which involve rejection of 
claims of a party losing an interference, us- 
ing the counts of the interference as prior 
art. None of these cases involved an in- 
terference decided on the basis of the win- 
ning party's right to the benefit of an earlier 
foreign filing date under 35 USC 1 19, or cor- 
responding earlier statutory provisions. We 
briefly review each of the cases cited by the 
solicitor. 

[12] In In re Cole, 23 CCPA 1057. 82 
F.2d 405; 29 USPQ 137 (1936) this court 
held that when an applicant has conceded 
that he is not entitled to a patent for the sub- 
ject matter embraced in the interference 
counts, claims thereafter presented must be 
"inventively different" from the interference 
counts. The court in Cole relied on In re 
Williams, 20 CCPA 738, 62 F.2d 86, 16 
USPQ 66 (1932); In re Dodge, 22 CCPA 
870, 74 F.2d 756, 24 USPQ 219 (1935); and 
In re Sola, 22 CCPA 1313, 77 F.2d 627. 25 
USPQ 433 (1935), which are also relied on 
by the solicitor here. In Williams, after the 
declaration of the interference, the 
appellants filed a 'disclaimer and canceled 
their claims which corresponded to the in- 
terference counts, which was held to have 
been an admission that they were not entitled 



to the counts and that they were also not en- 
titled to any subject matter failing to "define 
invention" thereover. In Dodge the subject 
matter of the interference counts was con- 
ceded by the appellant to be in the prior art 
and hence unpatentable to anyone. In Sola 
the appellant conceded priority of invention. 
As we discussed in Ogiue. supra, absent 
evidence of where the invention was made, 
conceding priority of the subject matter of 
Counts is an admission that suc h "s u bject 
mat ter is the prior inventio n of another in 
thi s country under s ertinn 102{g) and thus prior 
art under se ction — LQ3. Further, when an 
applicant, as in Dodge, concedes the subject 
matter of the interference counts is in the 
prior art, it is inappropriate to question the 
propriety of using such subject matter as if it 
were prior art with respect to claims 
presented by that applicant. See In re Hell- 
sund, 59 CCPA 1382. 1387, 474 F.2d 1307,. 
1311. 177 USPQ 170, 173 (1973); In re 
Nomiya, 509 F.2d 566, 570-71, 184 USPQ 
607, 611-12 (CCPA 1975). 

In In re Karplus. 25 CCPA 1192, 97 F.2d 
100. 37 USPQ 800 (1938) this court relied 
upon the holding in Cole to reject claims as 
not "patentably distinct" over the count of 
an interference. The Hoard of Appeals' opi- 
nion" had noted that the Karplus application 
had been involved in several interferences, 
each of which was terminated by dissolution 
rather than by any award of priority. From 
the Karplus Petition for Rehearing it 
appears that the subject matter of the count 
had, during the interference, been held to be 
in the prior art and therefore unpatentable to 
anyone. Karplus was estopped by the in- 
terference judgment to assert that the sub- 
ject matter of the count was not in the prior 
art. 

The appeal in In re Fenn, 50 CCPA I 163, 
315 F.2d 949, 137 USPQ 367 (1963) follow- 
ed an interference which had been dissolved 
after appellant filed an abandonment of the 
contest, 37 CFR 1.262(b). See Schnick v. 
Fenn, 47 CCPA 1174. 1178 n.3, 277 F.2d 
935, 938 n.2, 125 USPQ 567, 570 n.2 (1960). 
Under 37 CFR 1 .262(b), this court held that 
the appellant stood in the same position as 
he would have, had there been an award of 
priority adverse to him with respect to the 
interference count. The issue presented was 
whether the appealed claim distinguished 
patentably from the interference count. 50 
CCPA at 1165, 315 F.2d at 950-51, 137 
USPQ at 368. both parties in Schnick v. 
Fenn, supra, had worked in this country. 
Therefore, with respect to Fenn, the subject 
matter of the count may be considered to 
have been the prior invention of another 
made in this country. 
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[13] Finally, the solicitor directs our 
attention to a portion of the principal opin- 
ion of the court in In re Bass, 59 CCPA 
1342. 1359, 474 F.2d 1276, 1289-90, 177 
USPQ 178, 188 (1973). In the page referred 
to by the solicitor it is first stated that prior 
invention under section 102(g) is prior art. 
The facts of the present case do not comply 
with the "in this country" provision of sec- 
tion 102(g) and it is therefore inapplicable. 
The page referred to by the solicitor then 
distinguishes the facts of Bass from the facts 
of Hilmer (I). The facts of the present case 
are analogous to the facts of the Hilmer 
cases in that here, as there, we are asked to 
give, an invention apparently made outside 
the United States the same effective date as 
a reference as it would have had, had it been 
made in this country. This is contrary to 
what we - have found to be the express desire 
of Congress and statutory limitations to 
events which take place in the United 
States. We find nothing in the page referred 
to by the solicitor which is relevant to the 
present case. 

[14] The board based the rejection under 
35 USC 103 on the theory that an applicant 
who lias lost an interference can never be en- 
titled to claims which are obvious variations 
of the invention defined in the lost counts. 
Wc.find no judicial doctrine which supports 
this rejection under 35 USC 103. 

Conclusion 

The decision of the board affirming the 
rejection of claims 6, 7, 10-18, and 21-25 is 
reversed. 

Appendix 

The Subject Matter 

The subject matter of the claims is a 
vulcanizable composition comprising a mix- 
ture of a polymeric compound capable of be- 
ing cross-linked to form a . thcrmosct 
material, and a cross-linking agent in an 
amount sufficient to effect the desired degree 
of cross-linking. The cross-linking agent is a 
polyperoxy compound having at least two 
peroxy groups (-00-). One oxygen atom of 
each of two of these peroxy groups is linked 
to a common carbon atom. The other ox- 
ygen atom of each of these two peroxy 
groups is linked to a tertiary carbon or 
silicon atom of an organo group. A 
simplified drawing of one pair of these 
peroxy groups may be illustrated as: 



(t-group) -00-C-OO- (t-group) 
i 
i 



The common carbon atom is part of an 
aliphatic group which has at least two car- 
bon atoms and includes at least one carboxy 
group. This carboxv group may be present 
as an acid (-COOH), an ester (-COOR). an 


1 1 t J 

acid anhydride (-C-O-C-). or a metal 
salt (-COOM). The cross-linked composi- 
tion which is the product of heat-curing this 
vulcanizable composition is also claimed. 
Claims 6 and 13 arc representative: 

6. A vulcanizable composition com- 
prising an intimate mixture of a 
polymeric compound capable of being 
cross-linked to form a therrnoset material, 
and cross-linking agent in an amount suf- 
ficient to afford about the desired degree 
of cross-linking, which agent is a 
polyperoxy compound having at least two 
peroxy groups, one of the oxygens of each 
of two of said. peroxy groups being linked 
to a common carbon atom and each of the 
other oxygens being linked to a tertiary 
atom of an organo member which tertiary 
atom is selected from the class consisting 
of carbon and silicon and said common 
carbon atom being part of an aliphatic 
group selected from those having 2-3 or 
5-6 carbons plus at least one carboxy 
group and those having 4 carbons plus at 
least one carboxy group selected from 



-COOH, -COOM and -C-O-C- , 
where M is a metal ion. 

13. A cross-linked composition com- 
prising the product of heat curing a com- 
position comprising an intimate mixture 
of a polymeric compound selected from 
the class consisting of solid polyolefins 
and elastomers and a cross-linking agent 
in an amount sufficient to convert said 
polymeric compound to a cross-linking 
thcrmosct material, which agent is a 
polyperoxy compound having at least two 
peroxy groups (one pair), one of the ox- 
ygens in each of said peroxy groups of one 
pair being linked to a common carbon 
atom and the other oxygen being linked to 
a tertiary atom, selected from the class 
consisting of carbon and silicon, of an 
organo group selected from the class con- 
sisting of aliphatic hydrocarbon, 
cycloaliphatic hydrocarbon, aralkyl 
hydrocarbon and siiyl having not more 
than a total of 24 carbon and silicon 
atoms; said common carbon atom being 
.part of an aliphatic group selected from 
those (a) having 2-3 or 5-6 carbon atoms, 
having only saturated linkages between 
said carbons, plus at least one acid group 
selected from the class consisting of 
-COO PI ; -COOR; -COOM , and 
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-C-O-C- , anf | having 4 carbon 

atoms with only saturated linkages 
between said carbons plus at least one 
acid group selected from -COOH, 



-COOM and -C-O-C- , where K is a 
straight chain aliphatic hydrocarbon 
group having 1-18 carbon atoms and 
where M is a metal ion. 

The Interference Counts 

I. In a process for cross-linking a 
copolymer of ethylene and a monomer 
containing a CHj = CH- group with the 
aid of a pcroxidic initiator, the improve- 
ment, comprising employing as an in- 
itiator a compound having the general 
formula 

1 

(CH 3 ) 3 C"0-0-C-0"0- c ( cn 3>3 
I 

011 2 
I 

c-o 



OR 

in which R is a hydrocarbon group having 
not more than 20 carbon atoms. 

12. A process as defined in count 1, in 
which the cross linking is carried out in 
the presence of at least one added aux- 
iliary agent. 

3. An article comprising a cross- linked 
copolymer of ethylene and a monomer 
containing a CH\ = CH- group obtained 
by the process, defined in count 1. 

4. A new composition of matter com- 
prising a copolymer of ethylene and a 
monomer containing a CH, = CH- group, 
and an organic compound having the 
general formula 

CH 
i 3 

(CH 3 ) 3 C-0-0-C-0-0-C(CH 3 ) 3 



CH 2 
I 

I 

OR 



in which R is a hydrocarbon group having 
not more than 20 carbon atoms. 

5., A new composition of matter as 
defined in count 4 containing in addition 
at least one added auxiliary agent. 

Markey, Chief Judge, concurring. 

I join the well-written opinion of the ma- 
jority. Exercising that which should be rare- 
ly exercised, the judicial privilege of ad- 
ditional comment. I append these few 
remarks. 

The board's basis for affirming the rejec- 
tion was not clearly stated. The board "s opi- 
nion uses language from 35 USC 103 and 
fails to indicate reversal of the examiner's 
reliance thereon. Though the board .said it 
was not employing 35 USC 102(g) coupled 
with 35 USC 119, it had to have done just 
that, as indicated below, before it could 
label the appealed claims ''obvious 
variants. " 

• It seems clear that the limiting phrase "in 
this country" of 35 USC 102(g) served the 
basic interests of the United States and the 
purpose of our patent . system i.e.. to en- 
courage disclosure here. In earlier, more 
isolated times, the existence of prior inven- 
tions elsewhere in the world, which were not 
patented or described in a printed publica- 
tion, was of little or no moment within our 
borders. Treaty provisions designed to 
achieve reciprocity, as reflected in 35 USC 
119. were not intended to create a new 
source of "prior art." Whether accelerated 
communication has so "shrunk"' the world 
as to require that Maltha's invention, on 
whjch a patent application had been merely 
filed in a foreign land, must from its foreign 
filing date constitute an obstacle to patent- 
resulting disclosures by our citizens is. I ful- 
ly agree, a matter for the Congress. The 
statute, as it now stands, is to the contrary. 

\ V h e t h c r 3 5 US C 135(a) f ) e procedural or 
substantive, it provides that an adverse in- 
terference decision is a final refusal only of 
"the claims involved." We are not at liberty, 
it seems to me. to add "or obvious variants 
thereof' 1 to that phrase in the statute when, 
as here, the adverse decision rests only on an 
earlier foreign filing. Hence the very word- 
ing of the statute impels the court's rejec- 
tion of the solicitor's argument bufh on 35 
USC 135(a). 

The desire of courts to avoid untoward 
results has often led to a desirable growth in 
the life of the law. That desire can also lead 
to such confusion in the law as to render 
society almost rudderless in the area in- 
volved. Though the law of patents seems oc- 
casionally a particular victim, the 
phenomenon occurs in all types- of cases. 
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Whether n arises as an element of social 
jurisprudence or in an effort to effectuate a 
perceived public policv, the ichotonu 

called hterahsts, who would rigidly "follow" 
the law as. written, has. probably existed 
since courts began. An' almost n f nit e 
shading exists between instances at o,w 
ends of the spectrum. In seeking a P W' 
result the written law mav in some case l e 
only slightly tilted, while in others it mav |' c 
bent and twisted into unrecognizable l n H 
grotesque forms. On the otK a nd ite al 
application of statutory law may produce 

sTAced r XtCndin * fr ° m ,hosc ™W*Mv 

spaced from equity to those so remote from 
our tradittonal concepts of justice I to r™ 
out for change in the written law. Sim la. $ 
we who are charged with the dutv o 

ma , florn case tQ casei often 

hnd ourselves at various wavelengths in the 
act-ivism-litcralism spectrum. Hapm he 
con Stant activist, for whom the re u con' 
rols and the total literal!*, for whom the 
result. , s irrelevant, are rare if not extTnct 

Though now encrusted with varying and 
variable judicial interpretations, the pment 
law is statutory. Our representative" 
government requires tha't the enactment o 
ts Congress must always be, at the vcrv 
least, the starting point There being no 

to fill the Holmesian interstices of the 
statute with .judge-made law only under he 
gravest and most impelling circLstancei 
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Though the attraction of the result reach 
«? .s strong, I am unable to join "he o, , ^ 
of my brother in dissent. In this regard n 
in accord with the remarks ofntvK™ 
concurrence. It is an undeniable truism , h" 
Congress, along with this court and cverv 
other respecter of our patent system, intends 
that patents be issued onlv upon those 

Sl'' We f nt ' 0nS , wh,ch mect established 
standards of novelty,' utility and unob- 
viousness. But a determination of whether 
claims meet the unobviousness standard 
requires that there be something over wS 

The frTl I may ° r may n0t be held "bvious. 
, he troubling question may be stated as 

ty with the board s decision, and with the 
otherwise consistent reasoning of the dis- 
sent lies ,n their underlying JremLe 
that the lost interference counts herein exis 
as comparison material useable in con- 
.denng patentability of the claims on 



lavs 35 ," sh; ' 11 bc Pr ided in 

aw that one who loses an interference 
because of an earlier foreign filing date of 
another shall thereafter b e "pr«lulcd from 

SuM h S 'k T a " im ' enti °n which 
would have been obvious if the subieci 

"sted £ \w C ° Un,S ° f ,ha ' inlH *^ 
cx ted in this country at the time the inven- 
tion was made, we must reach the result 

n'ow^T 65 ^ 

Rich, Judge, concurring. 

nrZ'| C ) PUrp0SC of ,he ^ brief remarks is to 
preclude any upsetting effect the dissenting 

S n n „rT, ghl ^ °." ,he c " ur, ' s tofal re? 
ect „n of(he so | ICItor s nove| use of35 

o I J3 USC 103 when there is admittedly no 
other statutory basis to do so. 

At the outset, I would emphasize' that 

. 10 y k 00 rejCC,i0n be ' bre us other 
han a ft 103 obviousness rejection. Review of 
the record and the recording of the ora 

ciITh; c° f , the soli n itor mak « ,hat 

clear. He categorically stated that the basis 
of rejection is §103. His use of § 135(a) was 
solely for ,he purpose of providing the else > 
Ml prior art under §103. against which 
the claimed invention can be measured for 
obviousness or unobviousness. 



d If r r' hty - 01 the claims 0" obvi ""sness or unobviousness 

^f^^^Z ^of ., h ?»« opinion ac^owledges that 

anything. In my view, the subject matTer o p oscs^'a % ^1^^"^ * * * dis " 

the .os, counts was no, available for com- 'l^t^ 
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theory. The court is, therefore, unanimous 
in rejecting that theory. 

In attempting to use § 135(a) as the basis 
for affirming the board, the dissent is thus 
not applying the solicitor ; s novel theory but 
another novel theory that § 135(a) gives rise 
to an "implied bar to appellants' claims aris- 
ing from an adverse award of priority.'* 
(Emphasis mine.) No such "bar." implied 
or otherwise, has been argued to the court. 
It was not the Patent and Trademark' Office 
that conceived of using an 1836 Senate 
report, dealing with conditions long since 
dissipated by the creation and effective 
operation of a Patent Office having an ex- 
amining corps, to support a wholly new in- 
terpretation of the Patent Act of 1952. 

The dissenting opinion undertakes to find 
its "implied bar," which was never 
recognizxd by the solicitor, only in an am- 
biguous sentence in the board's opinion. 
The board, attempting to rephrase the basis 
of the examiner's rejection said, somewhat 
ineptly: 

As we interpret the reasoning of the ex- 
aminer, it' is simply that the subject 
matter sought to be patented is barred to 
appellant [sic J by reason of the award. of 
priority as to the counts of the in- 
terference under 35 USC 135. 

This is the one and only reference to § 1 35 in 
the Office. No reference to it appears in the 
examiner's final rejection or in his subse- 
quent action, or in the Examiners Answer. 

What did the board mean by "under 35 
USC .135?" What does that clause modify? 
The dissent reads it, mistakenly. I think, as 
saying "barred * * * under 35 USC 135." I 
think all the board was saying was "award 
of priority * '* * under 35 USC 135." Sec- 
tion 135 is the obvious statutory basis for 
awards of priority, and the latter reading 
makes sense. In the total absence of any in- 
dication by the board that it was predicating 
the "bar" on §135, rather than on the 
"award of priority," the former reading is, 
to say the least, somewhat strained. In any 
case it is a weak reed on which to lean in 
charging the majority with resting its deci- 
sion on a", "false premise" and with reaching 
"an absurd result." The board's statement 
is not quite as "specifically and plainly 
stated" as the dissent assumes it to be, at 
least to this reader. When the board wants 
to plainly and specifically make rejections 
additive to those of the examiner, it is quite 
able to do so under 37 CFR 1.196(b). This 
it did not do. 

Needless to say, I agree with Judge Lane's 
opinion. 

Miller, Judge, dissenting. 
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Basic Errors in 
Majority Opinion 

The majority and concurring opinions 
rest on a false premise, namely: 

The sole basis of rejection is under 35 
USC 103, the rejected claims being held 
obvious in view of the subject matter of 
the counts of the interference. 

From this, an erroneous statement of the 
"sole issue" is then postulated, to wit: 

whether claims may be rejected under 35 
USC 103 on the ground that a losing par- 
ty, to an interference is not entitled to 
claims which are asserted to be obvious 
variations of the invention defined in the 
counts, when section 102(g) and in- 
terference estoppel are not applicable. 
[Emphasis supplied.] 

The involved claims do not come before 
this court on a basis that they are asserted to 
be obvious. They have been held by the 
Board of Appeals to be not patentably dis- 
tinct from the invention defined in the 
counts lost in the interference, and 
appellants' failure below even to argue .the 
point should remove it from this courts 
review. In any event, the majority opinion 
assumes the correctness of the board's 
holding. - As the board said: 

It is our position that it would [sic ) prima 
facie obvious to one of ordinary skill in this 
art to use the acid, the ester or the metal 
salt, interchangeably. Also, we consider 
that the use of adjacent homologs as the 
main chain or as the ester forming alcohol 
constitute [sic | obvious variations and are 
not patentably distinguishable from the 
counts. We note that not only have 
appellants not come forth with any show- 
ing of unobvious results, but have not 
even argued the question of obviousness. 

The examiner consistently took the posi- 
tion, as stated in his answer, that: 

Claims 6-7, 10-18 and. 21-25 are re- 
jected "under 35 USC 103" as unpatent- 
able over the counts of Interference No 
97,329. 

However^ the board clearly and 
deliberately avoided committing itself to 
that ground of rejection. This is what it said:. 

Claims 6, 7. 10-18 and 21-25 stand re- 
jected "under 35 USC 103" as unpatent- 
able over the counts of Interference No. 
97,329 in which a decision on priority 
adverse to appellants was rendered. As we 
interpret the reasoning of the examiner, it is 
simply that the subject matter sought to be 
patented is barred to appellant [sic] by reason of 
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the award of priority as 7o the counts of the in- 
terference under 35 USC 135\ [Emphasis 
supplied.] 

After specifically indicating that its rejec- 
tion was not under 35 USC 102(g), 'the 
board made the following statement which, 
contrary to Judge Rich s concurring opi- 
nion, can hardly be said to represent a 
"total absence" of a section 135 basis for re- 
jection: 

Rather, the rejection is on the basis that 
appellant [sic] has lost the interference 
and, in view of the adverse decision on 
priority, is riot entitled to claims which 
correspond to or are obvious variations of 
the invention as defined in the counts of 
the interference. 

It is to be noted that the solicitor, in his brief 
(p. 3), quotes this statement. If the board 
had been relying solely on a 35 USC 103 re- 
jection, it would have cited the claims of the 
Maltha et al. patent rather than the counts, 
which had been lost in an interference under 
35 USC 135. Contrary to the impression 
that might be received from Judge Rich's 
concurring opinion, this court does not 
review the solicitor's interpretation of the 
board's opinion, but reviews the decision of 
the board. Hunt v. Treppschuh, 523 F.2d 
1386, 1388, 187 USPQ 426, 428 (CCPA 
1975). 

Perhaps, as the majority opinion says, 
"the examiner's position was not specifically 
reversed by the board," but it should be 
clear from the foregoing that there was no 
sole basis of rejection under 35 USC 103. Ac- 
cordingly, while the majority opinion cor- 
rectly, albeit laboriously, disposes of a 35 
USC 103 rejection,, it fails to respond to the 
rejection specifically and plainly stated by 
the board, quoted above. An identical fact 
situation has been before the court in at 
least four previous cases. In re Hilmer, 57 
CCPA 985, 424 F.2d 1 108, 165 USPQ 255 
(1970) ("Hilmer II"); In re Risse, 54 CCPA 
1495, 378 F.2d 948, 154 USPQ 1 (1967); In 
re Walker, 41 CCPA 913, 213 F.2d 332, 102 
USPQ 79 (1954); In re Normann, 32 CCPA 
1248, 150 T.2d 708, 66 USPQ 308 (1945). 
Thus, there can be no question that the 
board means it when it states that the loser 
of an interference is not entitled to claims 
that are obvious variations of the invention 
defined in the counts. The court has a duty 
to respond to this statement directly. 

The Controlling Issue 

The controlling issue in this appeal is 
whether appellants, having lost an in- 
terference on the basis of the foreign filing 
date of a patentee, are barred from ob- 



taining claims that are "obvious variations" 
(not patentably distinct) of the invention 
defined in the counts of the interference. 

Legislative History and 
Congressional Intent 

The interference was declared and decid- 
ed pursuant to 35 USC 135, subsection (a), 
of which provides: 

Whenever an application is made for a 
patent which, in the opinion of the Com- 
missioner, would interfere with any pen- 
ding application, or with any unexpired 
patent, he shall give notice thereof to the 
applicants, or applicant and patentee, as 
the case may be. The question of priority 
of invention shall be determined by a 
board of patent interferences (consisting 
of three examiners of interferences) whose 
decision, if adverse to the claim of an 
applicant, shall constitute the final refusal by 
the Patent and Trademark Office of the claims 
involved, and the Commissioner may issue 
a patent to the applicant who is adjudged 
the prior inventor * * *. [Emphasis 
supplied.] 

The original precursor of section 135 was 
section 8 of the Act of July 4, 1836 (5 Stat. 
120-21), which provided: 

That whenever an application shall be 
made for a patent which, in the opinion of 
the Commissioner, would interfere with 
any other patent for which an application 
may be pending, or with any unexpired 
patent which shall have been granted, it 
shall be the duty of the Commissioner to 
give notice thereof to such applicants, or 
patentees, as the case may be; and if 
either shall be dissatisfied with the deci- 
sion of the Commissioner on the question 
of priority of right or invention, on a hear- 
ing thereof, he may appeal from such 
decision, on the like terms and conditions 
as are provided in the preceding section of 
this act; and the like proceedings shall be 
had, to determine which or whether either of 
the applicants is entitled to receive a patent 
as prayed for. [Emphasis supplied.] 

Section 6 of the 1836 Act provided: 

That any person or persons, having dis- 
covered or invented any new and useful 
art, -machine, manufacture, or composi- 
tion of matter, or any new and useful im- 
provement on any art, machine, manufac- 
ture, or composition of matter, not known 
or used by others before his or their dis- 
covery or invention thereof, and not, at 
the time of his application for a patent, in 
public use or on sale, with his consent or 
allowance, as the inventor or discoverer; 
. and shall desire to obtain an exclusive 



440 



In re Afchelhn, Mageli, and D'Angeln 



188 USPO 



property therein, may make application 
in writing to the Commissioner of- 
Patents, expressing such desire, and the 
Commissioner, on due proceedings had, 
may grant a patent therefor * * *. 

Necessarily, the determination under sec- 
tion 8 of whether either of the applicants 
was entitled to receive a patent would have 
had to be consistent with the requirements 
for patentability prescribed by section 6. 

The report of the Senate Select Com- 
mittee on the State and Condition of the Pat- 
ent Office (S. Rep. No. 338, 24th Cong., 1st 
Sess. 2-6 (1836)), which accompanied the 
bill that became the 1836 Act, said: 

The Act of 1793, which is still in force, 
gives * * * no power to the Secretary [of 
State | to refuse a patent for want of either 
novelty or usefulness. The only inquiry is 
whether the terms and forms prescribed 
are complied with * * *. The necessary 
consequence is, that patents have * * * 
been daily granted without regard to the 
question of novelty, or even utility in the 
ordinary sense * * *. 

Under the act referred to, the Depart- 
ment of State has been going on for more 
than forty years, issuing patents on every 
application, without any examination 
into the merit or novelty of the invention. 
And the evils which necessarily result 
from the law as it now exists, must con- 
tinue to increase and multiply daily till 
Congress shall put a stop to them. Some 
of them are as follows: 
* * * 

4. It opens the door to frauds, which 
have already become extensive and 
serious. It is represented to the committee 
that it is not uncommon for persons to 
copy patented machines in the 
model-room; and, having made some 
slight immaterial alterations, they apply in 
the next room for patents * * *. 

In this collision and interference of 
patents, the original and meritorious in- 
ventor sees his invention, to the perfection 
of which he has devoted much time and 
expense, pirated from him, and he must 
forego the reward- which the law was in- 
tended to secure to him in the exclusive 
right it grants; or he must become in- 
volved in numerous and expensive law- 
suits in distant and various sections of the 
country, to protect and confirm his rights. 
(Emphasis supplied.) 

Declaring that "the first and most desirable 
object of a revision and alteration of the ex- 
isting laws on this subject" was to prevent 
the evils which had resulted from "the un- 



restrained and promiscuous grants of patent 
privileges, "' the report continued: 

A power in the Commissioner of the 
Patent Office to reject applications for 
want of novelty in the invention, if is 
believed, will have a most beneficial and 
salutary effect in relieving meritorius in-, 
ventors, and the community generally, 
from the serious evils growing out of the 
granting of patents for every thing in- 
discriminately, creating interfering claims. 
encouraging fraudulent speculators in pat- 
ent rights, deluging the country with 
worthless monopolies, and laying the 
foundation for endless litigation. 

* * * 

* * * The present law- waits til! in- 
fringements and frauds are consummated 
— nay. it even aids them; and then it 
offers an inadequate remedy for the in- 
jury, by giving an action for damages. It 
ought, rather, by refusing to grant interfering 
patents, to render prosecutions un- 
necessary. [Emphasis supplied.] 

From the foregoing, it is clear that the in- 
tent of Congress in enacting section 8 of the . 
1836 Act was not only to prevent the grant- 
ing of interfering patents but also to prevent 
an applicant involved in an interference 
from obtaining a patent unless his invention 
satisfied the requirements for patentability. 
See Jones v. Wetherill, 13 F. Cas. 1069 (No. 
7,508) (C.C.D.C. 1855); Potter v. Dixon. 19 
F. Cas. 1145 (No. 1 1,325) (C.C.S.D.N.Y. 
1863). 

There is nothing in .the amendatory 
language or legislative history of subsequent 
statutes, including the Act of July 8. 1870, 
ch. 230, 16 Stat. 198, 204, and the Act of 
July 19, 1952, ch. 950, Pub. L. No. 593, 66 
Stat. 792, 801-02, to show any change in this 
Congressional intent. Although the 
"whether" provision in section 8 of the 1836 
Act was dropped (without legislative com- 
ment) from the successor section (§42) of 
the 1870 Act, Rule 59 of the Patent Office, 
promulgated July 15, 1870. in accordance 
with the 1870 Act provided: 



1 Under the Patent Act of 1790 (1 Stat. 109), 
the Secretary of State examined applications for 
patentability. However, examination was 
eliminated by the Patent Act of 1793 (1 Stat. 318) 
and not restored until the 1836 Act. It was the ex- 
amination system, which has been expanded and 
refined over the ensuing one hundred and forty 
years, which insured that the patent grant would 
not be "unrestrained and promiscuous." 
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If an interference has been properly 
declared, it will not be dissolved without 
judgment of priority * '* * unless the in- 
vention is found not to be patentable or 
* * * 

This clearly implied that an interference 
would be dissolved if the counts were not 
patentable to an applicant. Similarly, 35 
USC 135 does not contain language referr- 
ing to the determination in an interference 
proceeding of whether any of the applicants 
involved in the proceeding is entitled to a 
patent. However, unpatentability of the 
counts to an applicant involved in an in- 
terference with another applicant is a basis 
for a motion to dissolve the interference. 37 
CFR 1.231, 1.237, 1.258, and 1 .259. See also 
Noxon v. Halpert, 128 USPQ481 (CommV 
Pats. 1953) and M.P.E.P. 1105.05. Thus, 
although the question of patentability is not 
ancillary to the question of priority in the in- 
terference . proceeding itself, the 
Congressional intent, to prevent an appli- 
cant" involved in an interference from ob- 
taining a patent unless his invention satisfies 
the requirements for patentability, has been 
continued. 2 

This Congressional intent was un- 
derscored with the change made to old 35 
USC 52 (now 35 USC 135) by the 1952 Act 
to provide that a decision on priority adverse 
to the claim of an applicant "shail constitute 
the final refusal by the Patent and 
Trademark Office of the claims involved 
* * V Clearly this provision means that 
an applicant who loses an interference shall 
not obtain a patent for the counts lost in the 
interference. 

The Congressional committee reports ac- 
companying the bill which became the Pa- 
tent Act of 1952 show no correlation 
between section 102(g) and the later section 
•135 other than to retain "the present rules of 
law governing the determination of priority 
of invention. * S. Rep. No. 1979, 82d Cong.. 
2dSess. 17-18 (1952); H.R. Rep. No. 1923, 
82d Cong., 2d Sess. 17-18 (1952). The 
Commentary on the New Patent Act, 35 



USCA at 19, explains that these are the 
rules "developed by decisions. 1 ' One of 
those decisions was In re Normann, supra, 
discussed later in this opinion. 

"Obvious Variations" 

The phraseology used by Congress to 
define the requirements for patentability has 
remained fundamentally unchanged over 
the vears. The Act of 1 790 specified "useful" 
and'"not before known or used." The words 
"new and useful" first appeared in the Act 
of 1793 1 and have been continued down to 
present 35 USC 101. 4 Until the 1952 Act, 
there was no reference to "a person having 
ordinary skill in the art to which said subject 
matter pertains," such as "appears in 35 
USC 103; nor do we find the phrase "ob- 
vious variations," as such, in the contem- 
porary literature. Nevertheless, the require- 
ment that there be more ingenuity ana skill 
than that possessed by a person having or- 
dinary skill in the art ("unobviousness") 
was latent in the 1836 Act, if not in the early 
Patent Acts, and its successors. 

In struggling with the. concepts of "new" 
and "useful, ,the courts and patent 
authorities considered the "principle"' or 
"substance" of the invention and were not 
persuaded by mere differences in form. 



1 It is to be noted that Rule 232 of the Patent 
Office Rules of Practice, March 1, 1949, and 
January 1, 1953, also provided for unpatentability 
of the counts , to an applicant involved in an in- 
terference with another applicant as a basis for a 
motion to dissolve the interference. Such long- 
continued • administrative interpretation is a 
. presumptively correct interpretation of the statute 
involved. Costanzo v. Tillinghast, 287 U.S. 341, 
345 (1932); National Lead Co. v. United States, 
252 U.S. HO, 145-46 (1920). 



' Section 1 of the 1793 Act provided: 
That when any person or persons, being a 
citizen or citizens of the United States, shall 
allege that he or they have invented any new 
and useful art, machine, manufacture or com- 
position of matter, or any new and useful im- 
provement on anv art, machine, manufacture 
or composition of matter, not known or used 
before the application, and shall present a peti- 
tion to the Secretary of State * * * praying 
that a patent may be granted therefore, it shall 
and may be lawful for the said Secretary of 
State, to cause letters patents to be made out in 
the name of the United States * * * thereupon 
granting to such petitioner, or petitioners * * * 
for a term not exceeding fourteen years, the full 
and exclusive right and liberty of making, con- 
structing, using, and vending to others to be us- 
ed, the said invention or discovery * * *. 

' 35 USC 101 provides: 

Whoever invents or discovers any new and 
useful process, machine, manufacture, or com- 
position of matter, or any new and useful im- 
provement thereof, may obtain a patent 
therefor,' subject to the conditions and re- 
quirements of this title. 

* In Barrett v. Hall, 2 F.Cas. 914, 923 (No. 
1047) (C.C.I). Mass. 1818), Justice Story said: 
"The true legal meaning of the principle of a 
machine, with reference to the patent act, is the 
peculiar structure or constituent parts of such 
machine. 11 
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Thus, in Whitney v. Emmctt, 29 F. Cas. 
1074, 1078 (No. 17,585) (C.C.E.D. Pa. 
1831), Justice Baldwin declared: 

The novelty of an invention is either the 
manufacture produced, or the manner of 
producing an old one; if the patent is for 
the former, it must be for something sub- 
stantially new, different from what was 
before known; if the letter, the mode of 
operation must be different, not a mere 
change of the form and proportions; if 
both are the same in principle, structure, 
mode of operation, and produce the same 
result, they are not new, though there 
may be a variance in some small matter for 
the purpose of evasion, or as a colour for a 
patent. ' [Emphasis supplied.] 

In a similar vein, Curtis, Law of Patents 6-7 
(1849) states: 

So, too, mere colorable variations, or slight 
and unimportant changes, will not sup- 
port a patent * * *. In such cases, if the 
consequences resulting from the change 
are unimportant, and the change consists 
merely in the employment of'an obvious 
substitute, the discovery and application 
of which could not have involved the exer- 
cise of the inventive faculty, in any con- 
siderable degree, then the change is 
treated as merely a colorable variation, or a 
double use, and not as a substantive in- 
vention. [Emphasis supplied.) 

Webster, Law and Practice of Letters Patent 
for Inventions 49 (London 1841) puts it as 
follows: 

He is not the true and first inventor who 
has a material part of the invention 
suggested to him by another * * *. 

A similar approach was taken in defining 
the concept of "identity" of invention. Ab- 
solute identity was not required. Curtis, 
supra at 262, says: 

An infringement involves substantial 
identity, whether that identity is describ- 
ed by the terms, "same principle," same 
modus operandi, or any other. It is a copy 
of the thing described in the specification 
of the patentee, either without variation, 
or with only such variations as are consis- 
tent with its being in substance the same 
thing. [Emphasis supplied.) 

Substantial identity was determined to be the 
test in an interference in Tyson v, Rankin, 
24 F. Cas. 490, 493 (No. 14,320) (C.C.D.C. 
1853). 

It fell to the Supreme Court to break with 
the preoccupation over "principle" and 
"substance" of the invention. In Hotchkiss' 
v. Greenwood, 52 U.S. 248 (1850), the 
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Court, deciding a case under the 1836 Act. 
declared : 

For unless more ingenuity and skill * * * 
were required * * * than were possessed 
by an ordinary mechanic acquainted with 
the business, there was an absence of the 
degree of skill and ingenuity which con-' 
slit ute essential elements of every inven- 
tion. In other words, the improvement is 
the work of the skilful mechanic, not that 
of the inventor. 

Thus, a patentable invention requires more 
ingenuity and skill than that possessed by a 
routineer — a person having ordinary skill 
in the art to which the subject matter per- 
tains — namely, "unobviousness." 6 

In view of the foregoing, the following 
^conclusion is inescapable: If we are to give 
meaningful recognition to the intent" of 
Congress, carried down through the years 
from the Act of 1836, that an applicant in- 
volved in an interference proceeding shall 
not obtain a patent unless his invention 
satisfies the requirements for patentability, 
then section 135, quite apart from section 103 
and section 102(g). must at least be read to 
bar, by implication, an applicant who has 
lost an interference on the basis of the 
foreign Tiling date of a patentee from ob- 
taining claims for not only the invention 
defined by the interference counts but also 
for any invention representing variations 
requiring no more ingenuity and skill than 
that possessed by a person having ordinary 
skill in the art to which the interference 
counts pertain (i.e. what the board termed 
"obvious variations"). As well stated by the 
board: 

If we were to follow appellants' reason- 
ing to its logical conclusion, we would 
condone a situation in which, by present- 
ing claims, drawn sequentially, to com- 



" In I Robinson, Law of Patents (1890) 305-06, 
the author emphasized the need for substantial 
variation for novelty to exist as follows: 

Every invention which is not already accessible 
to the public is regarded in law as new to the 
public * * *. Novelty, therefore, exists unless 
the invention is already in the possession of the 
public as an operative art or instrument, and 
this occurs only when the invention is a matter 
of existing public knowledge, or is derivable 
from what is known without further exercise of 
inventive skill. In other words, as every varia- 
tion of form, as distinguished from variation in 
substance, is considered as effected by the im- 
itative faculties, novelty consists in the substan- 
tial variation of the invention in question from 
all inventions which in contemplation of law 
are already open to the public. 



. I8K USPQ 
uiclcr the 183d Act, 



■wily and skii) * * * 
f ban were possessed 
• * ; jcquainted with 
■ r- t :u absence of the 
>>.;cnuity which con- 
. s" of every inven- 
Mtc improvement is 
t mechanic, not that 



iii ion requires more 
t hat possessed by a 

; ng ordinary skill '■ 
>iiii|ect matter per- 

jviousness. 11 ( ' 

• - . * »i< , the following 
I". If we are to give 
' 10 the intent of 
•i i trough the years 
bat an applicant in- 
< r proceeding' shall 
".■ess his invention 
for patentability, 
ijriH from section 103 
i\l least be read to 
i applicant who has 
u the basis of the 
.; j;entee from ob- ■ 
<>;ily the invention 
ncc counts but also 
•'■-■anting variations 
\uity and skill than 
*.t>n having ordinary 
;i !t the interference 
•t > ;e board termed 
\< well stated by the 

appellants' reason- 
tclusion, we would 
. .iiich, by present- 
'j-ientially, to com- 



Paiems (1890) 305-06, 
i need for substantial 
■; is follows: 

not already accessible 
i in law as new to the 
i: .ffore, exists unless 
n the possession of the 
•it or instrument, and 
r invention is a matter 
- ■ jye, or is derivable 
iout further exercise of 
^>rds, as every varia- 
ti'.-d from variation in 
«k effected by the im- 
nnsists in the substan- 
"«'»n in question from 
• .wiiiemplation of law 
public. 



In re McKcUin. Mageli, and \\ 



443 



pounds containing 'carbon chains from 1 
to 20 carbon atoms, or to obvious 
variations of the compounds, the losing 
party in an interference with a patent 
(which relied on a foreign priority 'elate) 
could be granted a patent which would 
cover all aspects of the invention defined 
in the counts of the interference as to 
which he has been adjudicated not to be 
the first inventor. Obviously, this would 
make a mockery of the interference prac- 
tice. 

To this it might be added that intent for 
such an absurd result is not to be attributed 
to the Congress. Haggar Co. v. Hclvering, 
308" U.S. 389, 394 (1940). 

Other Errors in Majority Opinion 

Instead of following basic rules of 
statutory construction that would lead to a 
correct decision, the majority opinion 
reaches an absurd result and then says that 
Congress should change the law." It ignores 
the legislative history of section 135 and the 
clearly substantive intent of Congress that an 
applicant involved in an interference 
proceeding shall not obtain a patent unless 
his invention satisfies the requirements for 
patentability. Instead, it simply says: 

A reading of section 135(a) confirms that 
all its provisions relate to procedure 
rather than substance. 

The majority opinion cites the Commentary 
on the New Patent Act, 35 USCA at 37-38, 
for the statement that sections 131-135 deal 
with "procedure/' But it ignores the fact 
that the Commentary does not say that these 
sections deal only with procedure and, in 



So does Chief Judge Mar key's concurring 
opinion. The rule that this court developed in 
dealing with obviousness-type double patenting 
in cases involving obvious variations of an inven- 
tion claimed in an earlier patent would never have 
come about if the "leave it to Congress" attitude 
had prevailed. That rule represents recognition of 
what this court characterized as "one of the fun- 
damental principles underlying the patent 
system, namely, that when the right to exclude 
granted by a patent expires at the end of the pat- 
ent term, the public shall be free to use the inven- 
tion as well as obvious modifications thereof or 
obvious improvements thereon.'" In re Kobeson. 
51 CCPA 1271. 1275, 331 F.2d 610, 614, 141 
USPQ 485, 488 (1964). The court added that "to 
grant a second patent for an obvious variation 
deprives the public of those rights. " Such depriva- 
tion of the public would be no less if the loser in 
an interference were later granted a patent for ob- 
vious variations of the invention of the counts. 



commenting on the provision in section 135 
for cancellation of claims involved iman in- 
terference, states: 

This is new in substance and is made possi- 
ble by the amplification of the right of 
review of the patentee provided for in sec- 
tion 146. [Emphasis supplied.] 

Other provisions, such as new matter (sec- 
tion 132), the time bar (section 135(b)), and 
unenforceability (section 135(c)), are clearly- 
substantive. 

Instead of reviewing the board's specific 
ground of rejection (which is set forth in, 
appellants' reason of appeal No. 3), the ma- 
jority opinion concentrates on rebutting the 
solicitor's novel proposition that 35 USC 
135 is a prior art statute. Hut it would be a 
non sequitur to conclude that this precludes 
reliance on section 135 for an implied bar to 
appellants' claims arising from an adverse 
award of priority." 

The absurdity of the result reached by the 
majority opinion is pointed up by its discus- 
sion of this court's opinion in In re Ogiue, 
517 "F.2d 1382, 186 USPQ 227 (CCPA 



Appellants contend that an award of priority- 
docs not per se preclude the losing party from 
allowance of claims to subject matter not ad- 
judicated in the interference, citing In re Frilette, 
58 CCPA 799, 436 F.2d 496, 168 USPQ 368 
(1971) and In re Taub, 52 CCPA 1675. 348 F.2d 
556, 146 USPQ 384 (1965). Although appellants' 
"per se" contention is correct, as those cases 
demonstrate, the cases do not help appellants. In 
Frilette. the court disagreed with the solicitor s 
position that the claims involved there must be 
patentably distinct from the interference counts, 
because the interference decision did not show 
who was- the first inventor of the "subject matter" 
and appellants had been prevented from making 
such a showing in the interference. Appellants' 
motion to broaden the interference counts to per- 
mit them to establish their earliest date of priority 
had been denied. The court held that appellants 
could not be denied the opportunity to show by 
affidavit that their act of inventing the subject 
matter of claims identical to the broadened counts 
proposed by the motion was prior to that of the 
patentee. That is not the situation here, where 
appellants neither moved to broaden the in- 
terference counts nor attempted to antedate 
Maltha et al.'s date of invention. In Taub, there 
had been an award of priority on a broad count 
based on evidence of priority with respect to only 
one species. The court pointed out that domina- 
tion by the count did not preclude a showing of 
patentable distinction with respect to another 
species by a party whose invention of that species 
was prior to the invention of the interference 
winner. Clearly that case is inapposite. The 
decisions in bold cases arc entirely consistent with 
the Congressional intent under 35 USC 135 
referred to earlier in this opinion. . 
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1975). It proposes...to draw'an artificial dis- 
tinction between a concession of priority 
(arising from a party's refusal to copy claims 
which he could make) that prevents an in- 
terference and a concession of priority in an 
interference that results in an award of 
priority. In Ogiue, the applicant apparently 
refused to copy the claims because he would 
lose the interference based on his opponent's 
foreign priority date. Under the decision 
reached by the majority here, however, 
Ogiue could have been assured of his claims 
(to what the court there said was essentially 
the same invention as that of the patentees) 
by simply copying the claims of the 
patentees and forcing them to prove right to 
priority based on their foreign priority date. 
In the applicant's subsequent ex parte 
proceeding, the record , of the interference 
would show that the patentees had made the 
invention outside the United States, while 
the applicant would be treated as the first to 
make the invention in the United States. 
The patentees, having won the interference, 
would be in a worse position than if there 
had been no interference. This is the situa- 
tion the board here had in mind when it 
said: 

Obviously, this would make a mockery of 
the interference practice. 

Normann and Walker Overruled 

Finally, the majority and the concurring 
opinions lead the court to overrule In re 
Normann, supra, and In re Walker, 41 
CCPA 913, 213 F.2d 332, 102 USPQ 79 
(1954). In each case, the appellant had lost 
an interference based on the foreign priority 
date of his opponent. The principal issue in 
Normann was "whether the use of fresh acid 
in the claimed process involves invention 
over the counts of the interference, which 
counts * * * call for the use of acid 
broadly. " This court held that the limitation 
of "freshness" did not involve "invention" 
over the lost counts and affirmed the rejec- 
tion by the board. The opinion of the court 
did not refer to "prior art ' and did not men- 



" If, in fact, the party with the earlier foreign 
priority date had made the invention in the 
United States before the losing party's effective 
United States . date, the record would not 
necessarily show it, because, in the interference, 
all the winning party would have had to show was 
his foreign priority date. For all the record here 
shows, Maltha et al. might have made the inven- 
tion of the counts in the United States before 
appellants' date of June 6, 1963, since they need- 
ed to show only their right to their Netherlands 
filing date to he awarded priority. See In re 
Ogiue, supra at 1391 n.3 ( 186 USPQ at 235 n.3. 
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tion res judicata 1 " or estoppel. It clearly sun- 
ports the Congressional intent that an appli- 
cant involved in an interference proceeding 
shall not obtain a patent unless his invention 
satisfies the requirements for patentability. 
Presumably the law of this case was carried 
over into the Act of July 19, 1952, one of the 
objectives of which was "the codification of 
the patent statures and some prior case 
law." Commentary on the New Patent Act, 
35 USCA at 10." The majority and con- 
curring opinions are barren of any showing 
to the contrary. As pointed out earlier, there 
is nothing in the amendatory language or 
the legislative history of the 1952 Act to 
show any change in the above-referred-to 
Congressional intent. 

Similarly, the opinion in Walker did not 
refer to "prior art" and did not mention res 
judicata or estoppel. Just like the board 
here, it relied not at all on 35 USC 102(g), 
and it is significant that Chief Judge 
Markey's concurring opinion does not say 
that this court in Walker "had to have done 
just that." It merely noted the solicitor's 
argument that the court had uniformly 
applied the rule that "a losing party in an 
interference is not entitled to claims that 
would dominate the claims given to his 
successful rival."' 2 Although' the appealed 
claims here, if allowed, would not 
"dominate" those awarded Maltha et al. in 
the interference, like those in Walker they 



1,1 The U.S. Court of Appeals for the District of 
Columbia applied res judicata against the losing 
partv in an interference in United States Rubber 
Co. v. Cue, 146 F.2d 315, 64 USPQ 100 (1945). 

" See Judge Baldwin's concurring opinion in 
In re Bass, 59 CCPA 1342, 1375 and 1377, 474 
F2d 1276, 1302 and 1303. 177 USPQ 178, 197 
and 198; also the main opinion at 59 CCPA 1359, 
474 F.2d 1289, 177 USPQ 188. 

The court cited In re Sola, 22 CCPA 1313,77 
F.2d 627, 25 USPQ 433 (1935), where appellant 
had conceded priority of invention in an in- 
terference and tne court held that the claims on 
appeal contained limitations which, when con- 
sidered with the other demerits of the claims, did 
not define anything inventive over the invention 
on which priority had been conceded; and In re 
Derlcth, 28 CCPA 973. 118 F.2d 566. 49 USPQ 
84 (1941), where the court held appellant was es- 
topped from making claims which it found were 
not patentably distinct from the counts of the in- 
terference and appellant had not objected to the 
holding of the Primary Examiner that the claims 
would be held subject to the outcome of the in- 
terference. But see In re Lone, 23 CCPA 1078, 83 
F.2d 458, 29 USPQ 357 (1936), where dominat- 
ing claims were allowed to the losing party of an 
interference since the record disclosed that all 
parties to the interference other than appellant 
clearly conceded that they could not be regarded 
as the first inventor of the subject matter of the 
dominating claims. 
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do not tl define subject matter which (is| 
patcntably distinct. * n In Walker, this court 
expressly stated that the rejection was tin! 
based on the interference winner's foreign 
priority date," but ''upon the adverse award 
of priority of invention against appellant.' 1 
Thus. Walker is squarely in point and clcar- 
Iv supports the Congressional intent that an 
applicant involved in an interference 
proceeding shall not obtain a patent unless 
his invention satisfies the requirements for 
patentability. The court in Walker and Nor- 
ma nn did not give the interference winner a 
Pyrrhic victory by saying, lt Let Congress 
change the law/' Why should it do so 
today? 

Conclusion 

Lurking behind the majority's decision is 
the specter of In re Hilmer, 57 CCPA 985, 
424 F.2d 1108, 165 USPQ 255 (1970) 
("Hilmer 11"). The issue upon which the 
decision in Hilmer II was narrowly focused, 
however, is not before us, either for reaffir- 
ming or overruling, because the board ex- 
pressly disavowed reliance on 35 USC 
102(g) coupled with 35 USC 119. The issue 
that is before us is whether appellants, hav- 
ing lost an interference on the basis of the 
foreign filing date of Maltha et al.. arc 
barred from' obtaining claims that are ob- 
vious variations of the invention defined in 
the counts lost in the interference. 

In view of the foregoing, the court should 
hold that they are. 



4-15 



District Court, N. D. California 

Crumb v. A. A. Sales, Inc. 
No. C-73-2103 Decided Sept. 3, 1975 

COPYRIGHTS 

1. Notice of copyright (§24.35) 

Pleading and practice in courts — 
Motions — For summary judgment 

— In general (§53.6331) 

Accused infringer is entitled to summary 
judgment if its allegations, that copyright 
owner consented to use of copyrighted car- 
toon character on business cards and that 
thousands were distributed without 17 
U.S.C. 10 copyright notice, arc not con- 
trovert ed. 

2. Notice of copyright (§24.35) 

Publication of copyrighted cartoon 
character without copyright notice on 
thousands of business cards circulated 
among public, without claim that cartoon 
was used to bring copyright owner's product 
to select buying group's attention, is dedica- 
tion to public that ends copyright protec- 
tion. 

3. Affidavits — In general (§12.1) 

Pleading and practice in courts — 
Motions — For summary judgment 

— In general (§53.6331) 

Accused infringer's evidence that 
copyrighted figure was published without 
copyright notice, with copyright owner's 
permission, is not controverted by copyright 
owner's affidavit that his present state of 
mind, was that he had given no such infor- 
mation, leading court to grant accused in- 
fringer's motion for summary judgment. 



Crumb r. A. A. .Wfv, 



11 Although subservient claims may, if they 
represent a" patentably distinct invention, -be 
patentable,- they cannot be so regarded if they are 
merely obvious variations of the dominant claim. 
In re Taub, supra note 8. 

" Thereby the court avoided the "push back" 
a rem men t which had been rejected in In re 
* Hilmer, 53 CCPA 1288, 359 K.2d 859, 149 USPQ 

480 (1966) ( lt Hilmer (I)"), just as the board did 
here. 



Action by Robert Crumb against A. A. 
Sales. Inc., for copyright infringement. On 
defendant's motion for summary judgment. 
Motion granted. 

See also 188 USPQ 447. 

Albert L. Morse, Michael Stepanian, and 
Michael L. Krassner, all of San Fran- 
cisco. Calif.,, for plaintiff. 

.Naylor, Neal & Uilkema, and John K. 
Uilkcma, both of San Francisco, Calif., 
and Ford E. Smith. Seattle, Wash., for 
defendant. 

VVollcnberg, District Judge. 

This is an action to enforce Plaintiff's 
copyright of a cartoon figure. In this motion 
for summary judgment, Defendant claims 
the Plaintiff consented to the publication of 



trifluoroacctates, + CF a . The pyr !ii }m is characteris- 
for the acetates and ^moa^t^^u^^^^^n of 
tcctates is the decompn. of two groups witn^he cUmmEtfon of 
tene and AciO. Trifluoroacetates do not behave thus, but 
late CF$COiH. The decompn. of 1 ,6-acetimino sugars 
>ws a different route, leading to a stable end product which re- 
is the intact ring. D.H. Hutson 
65779t Thin-layer chromatography of carbohydrates. A. 

:uszyn and H. Mich]. Mitt. Versuchssta. Gaerungsgewerbe 
7 ien 20(4-2), l-4(1966)(Ger). To sep. and detect 0.04-0.08 
1c amts. of carbohydrates by thin-layer chroma tog., develop 
mixt. on Silica Gel G twice in the same direction with BuOH- 
)H-HiO (5: 1 :4), drying between runs, then once transversely 
ith BuOH:HOAc:Et,0:H t O (9:6:3:1). Let the solvent front 
>ve 14 cm* each time. Spray 1st with 1:2 2N PhNHj in 
iOH-2tf H,P0 4 ; heat 10 min. at 110° to detect almost all 
ipds. by uv fluorescence. Spray again with 10: 1 0.4% orcinol 
EtOH -coned . H,P0 4 ; heat as before to detect ketoses, sucrose, 
^ raffinose . Spray a 3rd time with 10 : 1 0.4 % naphthoresorci- 
in EtOH : coned . WP0 4 ; heat as before to detect aldopentoses, 
-hexoses, ketoses, and other sugars as yellow-brown spots, 
lopment time totals 7.5 hrs. C*_ 4 compds. cannot be sepd. 
of the reaction with silica gel . Oligosaccharides such as 
lose and maltobexose are sepd. better with BuOH:iso- 
>H : HjO milts. Pictorial diagrams are shown for the sepn . and. 

ion of arabinose, 2-deoxy-arflWno-htxose, 2-deoxy-^ry/^>- 
itose, fructose, fucose, galactose, 2-amino-2-deoxyglucose, * 
lactose, lyxose, maltose, mannose, 2-acetainido-2-de- 
B**icose, raffinose, rhamnose, ribose, sucrose, sorbose, taga- 
i, trehalose, xylose ^glucuronic acid, maltotetrose, melibiose, 
►iose * 'dendroketose * ' m, digrtoxose, >bvdroxymethyl- 
( (II), galacturonic acid, maltotriose, and mekzitose in 
tthetic xuixts., in wine, and in the condensation product of 
Pfcp. I by treating l.g. CO(CH^H), with .20 
^of Q&N NaOH at room temp, for 4 hrs. Neutralize with 
HC1, steam-distil, and ext. the residue with 80% EtOH. 
the ext., then sep. I by paper chroma tog. Prep. 
>y heating 10 g. sucrose with 30 ml. of aq. 0.3% (COOHV 
closed vessel at 146° for 15 min., then at 125° for 2 1 /* hrs. 
I, neutralize with CaCO,, and ppt. impurities with 0.5 g. 
[OAc)i. Ext. with EtOAc, dry over anhyd. MgS0 4| distil 
solvent, and crystallize II (m.p. 31°) from the brown sirup, 
m by heating 0.1 Af HCHO in aq. QMN UGH and 0.001 JV 
4pH h for 14 min . Cool quickly, desalt with Dowex 50, steam 
[W, dissolve in MeOH, and steam distil repeatedly to remove 
e residual HCHO. % J. Bornstein 

L65780m Methylation of carbohydrates bearing base-labile 
ituents, with diazomethane-boron trifluoride etherate. I. 
Mastronardi, S. M. Flematti, J. O. Deferrari, and E. G. 
(Univ. Buenos Aires). Carbohyd. Res. .3(2), .177-83 
O(Eng). Various tetra^-acetyl-D-hexopvranoses undergo 
migration on methylation with Purdue's reagents; thus, 
,4-tetra-O-acetyl-0-D-glucopyranose, l,2,3,6^tetra-0-ftcetyl-0 
icopyranose, and l,3,4 ( 6^teto^^tyl^j>-glucopynmose 
tt its a anomer are converted into methyl 2 JM.o^tetrar&acetyl- 
llucopyranoside when methylated with Mel and> AgrO. 
the compd. is treated with. CH|N, and BFrrBfcO, the 
lated product is produced in a high yield, with the Me ether 
tp in the expected position. Under the same conditions, 
l t 6-tetra-0^tcetyl-«r-D*galactopyranose (I) is converted into 
/2-Me ether without the acetyl migration observed when I. 
methylated with Purdie's reagents. The tetra-O-acetyl-O- 
yl-D-hexopyranoses were transformed by deacetylation 
the following mono-0-methylhexoses: 2-0-methyl-0-i>- 
, 4-O-methyl-D-glucose, 6-O-methyl-cr-D-gIucose, and 2-0- 
•*D-galactose, 16 references. RCYM 
81n) Synthesis of hydropiperidlnes from carbohydrate 
Stephen Hanessian (Parke, Davis & Co., Ann 
Mich.). Chtm. Ind. (London) 1966(51), 2126-7(Eng). 
of 5-axido-6-deoxypentoses in MeOH in the presence of 6 
7 Pd/C at room temp, and atm. pressure for 1-2 hrs, af- 
L the corresponding 3,4,6-trihydroxypiperidines, charac- 
d as the AT-acetyl derivs., in a very good yield, eg. tf-acetyl- 
^,4,5-trihydrraypiperidine, m. 103-4*, [aj D 0° (c 3.10 
i) in quant, yield. Reductive rearrangement of 5-azido-2,3- 
izylidene-5-deoxy-^-n-ribofuranose afforded after JV-acetyla- 
JV-acctyl-3 ,4-0-benzy lidene-D-rt&o-3 ,4 ,5-trihyd^oxypipe^i- 
m. 154-6', |aJV -42.7° (c ( 1.53 MeOH). 6-Azido-6-de- 
r-D-glucose, m. 128-30°, or the t^galacto analog, m. 144-5°, 
after acetylation the corresponding 6-acetaraido-6 J -deoxy- 
"~ rather than septanose products with N in the ring, 
of 6*azido-6-deoxy-D-gluconolactone, m. 138-40°, af- 
6-amino-6-deoxy*i>-gluconolactam, m. 210-12° (de- 
ipn.). Reaction of 2,3-O-isopropylidene-l,6^i-0-A-tolyl- 
fonyl-D-fructofuranose with 1 molar equiv. of NaN»m HCON- 
Sfx at 100° for 18 hrs. gave 6^aridc~6-deoxy-2,3-0-isopropy li- 
ft* >l-0-/>-tolylsulfonyI-D-fnictofuranos^ (I), m. 76-8°. Re- 
J lenient of the ^-tolylsulfonyloxy function in I by a benzoate 
}\\ subsequent dcbenzoylation and hydrolysis afforded 6-azid<>- 
rlMJxy-D-fructofurano^ (II). Reductive rearrangement of II 



gaye a 2-hydroxymethyln3 J £ 
(c 3 MeOH); AT-acetyl UCiiv. m 



Jhydroxypiperidine, [a]*J —65° 
19&-0 , [a]V -11° 




(I, Tt-ToifyD 



0.4 MeOH). Reductive rearrangement of 5-azido-5,6-dideoxy- 
L-talose and subsequent acetylation gave W-acetyl-6-methyl-L- 
to/o-3,4,5-trihydroxypiperidine, f«JJf 11.4° (c 1.55 MeOH). 

A. Foxton 

65782p Sequence studies on Diplococcus pneumoniae type II 
polysaccharide. S. A. Barker, P. J. Somers, and M. Stacey 
(Univ. Birmingham, Engl.). Carbohyd. Res. 3(3), 261-70 
(1967)(Eng). Assay of HCO,H released by periodate oxidn. of 
Z>. pneumoniae Type II polysaccharide (SII), during liberation of 
an L~rhamnose-contg. trisaccharide from SII by <*-L-rhamno- 
sidase, demonstrated an <r-(l -« 4) linkage between this trisac- 
charide and the remainder of the SII mol. Carboxyl-reduced 
SII, WV 42°, cbntg. 49.7% D-gracose ahd irrhamnosc 
was prepd. by redn. of the 2-hydroxyethyl ester" far two stages. 
A comparison of the cleaved products of the action of specinc. 
induced er- and ^i>*glucosidases on SII and carboxyl-reduced SII 
demonstrated the presence of 0^(D^ucopyranosyldronlc acid y- 
(1 -* 4>-0-a-r>-glucopyranosyl-(l -* 4) residues in SII and O-0-v- 
glucopyranosyl-(l — ► 4)-0^-D-glucopyinnosyl-fl w 4) residues in 
the reduced polysaccharide. A possible repeating unit for SII 
is discussed. '* . ; ' t , - RCYM 

65783q Influence- of the hydrogen ion concentration on the 
specificity of the TTC reaction. Klaus Lorentz and Hans Hoff- 
meister (Univ. Hamburg, Ger.). Mikrochim, Acta 166(6), 
1062-7(Ger). Triphenyltetrazolium chloride (TTC), is widely 
used as a debydrogenation reagent for org. compds. The HiO- 
sol. TTC salt is converted during this reaction into the corre- 
sponding formazan, a red insol. compd. The spontaneous forma- 
tion of formazan occurs only in alk. media and the number of 
compds. responding, to dehydrogenation incr e as e s .with increas- 
ing pH of the environment. The threshold pH of 12.45,. above 
which TTC remains inactive, could be lowered to 12.0 by addn. 
of MeOH or fcrt-BuOH. This shift reduces the no. of reagent 
partners, increases the specificity of the dehydrogenation, and 
allows one to follow quant, the progress of reaction. Data on 
D-glucose, D-glucose 1 -phosphate, sucrose, cellulose powder, sol. 
starch, glycogen, 2--amtoo-2-deoxy-D-glucQse hydrochloride, 
chondroitin sulfate, hyaluronic acid, heparin,. Na lactate, Na K 
tartrate, Na pyruvate, a-oxoglutaric add, cysteine hydro- 
chloride, creatinme, urea, and glycine are tabulated. 

•:. . / '.GiW.Scherf 

65784r Preparation and characterization of 2-0-(4-Ormethyl- 
ot-D >-glucopyranosyl>i>-xylopyranose . . Nirmolendu Roy and T. 
E. Timell (Stote Univ., Coll. of Forestry, Syracuse, N„Y.). 
Carbohyd. Res. 3(2), 246-7(1966-1957XEiuj); f 2-0-(4^>-Met&- 
yl-or-D-glucopyranosyluronic add>-D-x^opyranosc, prepd. by 
partial acid hydrolysis of a (4^-methylglucurono)xylan from 
aspen wood, was acetylated with AcsO-NaOAc. . The product 
was reduced with BiH« tp tetrahydrofuran and sapond. with 
NaOMe to give 57% title compd., m. 95-10& , 114° 
(Hrf)). Derek Horton 

65785s Elucidation of the structure of the Vi-«ntigen isolated 
from E(scherkhia) coU 5396/38. K. Heyns and G. Kiessling 
(Univ. Hamburg, Ger.). Carbohyd. Res. S(Z), 34CK53(1067) 
(Ger). The structure of tbe Vi-antigen isolated from £. coli 
5396/38 was elucidated by applying (I) methylation followed by 
redn., and (2) redn. prior to methylation. Hydrolyzates of the 
Vi-antigen material treated in these two ways contained 2-amino- 
deoxy-3-O-methyl-D-galactopyranose (from , J) 5 and 2-amino-2- 
deoxy^,6^^-njethyl-D-galactopyranose (from 2), resp . The oc- 
currence of these 2 compds., as well as the absence of 2-amino-2- 
6^xy-4^-methyl^gaiactopyranose and 2remiup-2-deoxy-4 ,5- 
di-O-methyl-D-galactopyranose, conclusively' demonstrates 1 — *> 
4 glycosidic bonds in the polysaccharide. The products formed 
by hydrolysis were quant, detd. and identified , using authentic 




control substances in the amino acid analyzer of Moore, Spade- 
man, and Stein by a special buffer. From these results a mode! 
I of the structure of the Vi-antigen is presented. 20 references. 

RCYM 
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Synthesis of Nojirimycin, D-Glucopiperidinosc 



lln the course of studies on 5,G-cpimino carbohydrates, 1 * we have synthesized a mono- " % 
saccharide antibiotic, nojirimycin (I), which was produced by some strains of: Streptomyces * : 
andindicated activity against a drug-resistant strain of Shigella flexneri, Sarcina lutea and :r 
Xanlhomonas oryzae?) : , 

j ! 1 6,6-Acetylepimino-3-0-benzyl-5, 6-dideoxy-l ,2-O-isopropy lidene^/J-L-idof uranose 1 ) (II) " ^ 
waji treated with acetic acid at G0° to be converted easily, in a good yield, into a syrupy 5- ' 

I | 

^NAc 
^OCH^> 




CH 2 OR» 
-NHR 3 

M)R 3 




i i 



Hi: R,=R 2 =AciR 3 =CH 2 Ph , 

IV : R,=H, R 2 =lAc, R^QHjPh 

V : R.^R^R^H , ' 



CH 2 OR, 




Y ; 

U : Ri=R 2 =Ac, R,=CHj.Ph 
VIII : R l =R J =R,=H 



ClUOCH^h 




X : R = H ' 
XI : R=Ts 



CHjOCH 2 Ph 
XII 



I J 



1) 



XIII 




'I ! 



Saeki, T. Iwashige, and E. Ohki, Chem; Pharm. Bull. (Tokyo)/ 16, 188 (1008). 
a) Hi. Ishida, K. Kumagai, T. Niida, T. Tsuruoka, and H. Ynmoto, /. Antibiotics {Tytiyo), Scr A, f ' 1 
20 (2), 66 (1967); b) S. Inouye, TV Tsuruoka, and T. Niida, /. Antibiotics (Vokyo), Ser A, 19 ({>), 288 ^ i 

(1966). ; • » i ' i 
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.^.acetamido-G-acetoxy compound (III), which was deacetylated with sodium methoxide tp 
V£. give o-acetainidc-3-0-benzyl-5^eoxy-l f 2-0-isopropylidehe^/?-i:-idofuranose (IV),mp 14*— 
1^ .144°. |a]» -7.4°(c=6.3, CHC1 3 ) (Altai. Calcd. for C 18 H«O N: G f fil.69; H/ 7.17; N/.3.09. 

Found: C » 01 * 33 : H . 7.23; N, 4.05). The structure of IV was confirmed by hydrogenation of 
jfe lV, followed by saponification with barium hydroxide solution, to give 5-arninc^5-tleoxy- 
1 ^^l l 2-0-isopr()pylidene-/?-L-idofuranose(V), mp 1 3JS° (reportedimp 178° 3 *>; rrip 17(5— i79 C3 *>). 
m^ Anal ' Ca,cd - for WAN: C, 49.30; H, 7.82; n/g.39. Found: C, 49.00; H,7.89;'n, 6.47.), ' 
which was identified with the sample synthesized by the known method. 3 *) This fact' indicated 
^ that the attack of an acetate ion on the 5,6-epimino ring of II was uniquely 1 effected at the 
terminal position, , 1 , ' , i , i 

im r Similar to th e case of II, treatment of 5;<5-acetylepimino-3^0-benzyl^ 
4m O-isopropylidene-a-D-glucofuranose 1 ) (VI) with acetic acid afforded a crystalline 5-acetarp ido- 
6-acetoxy compound (VII), mp 123.5-124.5°, [«]» -25.9? (c^G.G, CHC1 8 ) (Anak Calcd. for 
£ QoH^OjN: C, 61.05; H, 6.92; N, 3.56. Found: C, 61.01; H, 6.98; N, 3.75.).. Hydrbgenation 
of VII over palladium-charcoal, followed by saponification with barium hydroxide 1 solution, 
gave .5-amino-5-<leoxy-l,2-0-is6propyIidene-a-Di-glucose (Vljl), mp 126—126° [aV* —17 0° 
( c==11 ' H 2°) (Lit. mp 86°/) [a]S -12.2°*)) (Anal. . Calcd. ,f6r, C 9 H„0 6 N: C,- 49^30^ H 7 82- 
; |r N, 6.39. Found: C, 49.64; H, 7.79; N, 6.39.). The structure, of VIII was also confirmed by 
^identification with the sample synthesized by a modificatipn of Whistlers procedure; 5 ) 
ife; treatmen * of 5,G-anhydrc-3-0-benzyl-l,2-0-^ fWi { h 
•^■sodium benzylate, followed by tosylation of the. resulting 3,0-dibenzvloxy, compound (X) 
mp ; 74.5° (reported mp89-90^)) (Anal. Calcd. for C 23 H 28 O fl . C, 67.46; H, 7.15, Found! 
C, 07.57; II, 6.99.), afforded a crystalline 3,G-dibenzyloxy-5-tosyloxv compound (XI) mp 
^.frff' WS ~ 13 -7°(c=2.6, CHCIJ (Lit. mp 75-76°, [„]* -^.^(Anal. Calcd! fa? cj- 
H S4 O s S: C, 64.97; H, 6.18; S, 5.78. Found: C, 65.02; H, '6,2*1; S, 5.78.). XI was further 
^ treated with sodium azide, giving 5-azido-3,6^i r O-benzy^ 

a-o-glucose (XII), mp 09°. MS -36.9° (c=2.9, CHCy (Anal. Calcd. for C 23 H 27 Q 6 N a : ,C, 64.92; 
v||H, 6.40; N, 9.88. Found: C, 64.83; H/ 6.50; N, <}.07.). which 'hydrogenated oyer mHadium- 

at 7iy ~ S0 ° and 70k g/c»i a to give VIII. ' , ! ( l 1 1 .' ' " 

I^g ; VIII was quite unstable to acids; it was foujid that a reaction product obtained by a 
'Uv preliminary treatment of VIII with acids exhibited absorption, maxima at 225—2*6 im 
^289—290 m(x (in dil. HC1) and 245 rmx, 302-303 nW (in dilJ NkOH), suggest!^ the 'presence 
tof a pyridine derivative (XIII) Wjthejjkes, whicti would , be, the same compound obtained 
, acid treatment of nojirimyciri. 2 *) However, hydrolysis of VIII was successful by protecting 
^.O- and N-f unctions . with easily-removable trifluoroacetyl group before acid treatment; 
^l v ' treatTnent ° f VHI Wkh trifluoroacetic anhydride in acetonitrile without bases'to easily gave 
*k a syrupy trifluoroacetate which showed no hydroxyl absorption in its infrared' spectrum. 

ydroIysis of the trifluoroacetate with 0.1 n diluted hydrochloric acid at 70^-80° 'for 1 hr, 
^followed by removal of the protective group by basification to pH 7—8 with Dowex 1 x'4 (OH~),' 
^afforded, in a good yield, an amorphous D-glucopiperidinose (I). The analytical sairtple, mp 
•f^ 10o° {decomp., softening at 95°), -MS -H* (c=L2, ihO) (Anal. Calcd. for C c H lSl O s N: C, 40.22- 
% H, 7.31 ; N, 7.82. Found: C, 40,82; H, 6.97; N, 7.86.), purified by passing through a column 
Vof Dowex lx2(OH-) ( was identified with the authentic sampIe,of nojirimycin- by comparison 
Igot infrared spectra and thir^Iayer chromatography. Moreover, hydrogenation - of I over 

- '. ■ . , 4 

f/ -3) ,,) R.E. Gramcra, R.M. Bruce, S. Ilir^o, n.u! K.L. Uhisihr, /. Chan., 28, Mot (VMli); b) U 

Pnuliten and K. Todt, C//tf»t. 09, .*M.i0 (19G0). 1 ' , t , I , . 

-JVf 4) Professor Whistler (private communication) said that the mrltrn- point of VIII rcconlfd*) ,was listed 
.)r > incorrectly. Our sample of VIII was identified with the sample sent ! from him by mixed melting point 
test, and infrared spectrometry, • i . 1 1 . 

H.T.. Whistler and U.K. Gramera, J, Or*. Chrw., 29, 'JGO!) (liW-l). , ! i 

A.S. Muyor and T. Keichstein, Iftlu. Chim. Acta, 29, 1.72 (l'.MG)l , , 




platinum gave a deoxy-compound (XIV), nip 11)5°, [a]S +43.1° 11,0) (reported m : 

1^ . [«'B + 47 6 »)) f xvJiich was also identical with the sample derived from 'the natural 
antibiotic by comparison of infrared spectra and mixed melting point test. The synthesized V ■ 
noimnvycin (I) also showed the same activity against Sarcina lutea and XanUwmUas ory^M 
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42 • MODERN SYNTHETIC REACTIONS 

hydrofuran solution of diborane, probably present in equilibrium 
with die illustrated tetrahydrofuran-borine complex, is free trom 
inorganic contaminants and may be standardized by reaction of an 
aliquot of the solution with excess acetone followed by addition 
of a known excess of standard aqueous alkali to saponify the 
borate ester present. The aqueous solution is then treated with 
mannitol and titrated with standard acid. 



H.. 

H.B BH : 
II 

Although diborane is capable of reducing a variety of functional 
groups ( Table 2-2)/" the most useful synthetic applications of the 
reagent have involved addition to carbon-carbon multiple bonds, 
called hydroboration. The rate of addition of diborane to carbon- 
carbon double bonds decreases as the number of alkyl substitucnts 
about the double bond increases. 40 With mono- and disubstituted 

n-C 4 H. 1 --CHr-CH, 

«-C 4 H tr --CH^CH : + B 2 H, — * fi-C 4 H M — CH 2 — CH a — BH 2 — • 

C-1 u-z 

/i C H — CH "CH 

(n-C 4 H (i — CH 2 — CH 2 ) 2 BH " ' (n-C 4 H M — CH 2 — CH 2 ) 3 B 

olefins, all three hydrogen atoms of the borine are used in the 
reduction 41 Each successive addition step is slower than the pre- 
ceding step (i.e., C-1 > C-2 > C-3), a result that has been attributed 
to the increasing steric bulk of the partially alkylated boron re- 
agent. In agreement with this idea, trisubstitutcd olefins normally 

(39) (a) H C. Brown ami B C. Subba Rao, J. Am. Sor., 82. 681 (I960): (h) H. C. 
Brown and W. korytnyk, ibitL 82, 3S66 (1%0); <c) II. C. Brown ami D B. 
Bigley, ibid., 83. 486 (1961); (d) carboxyl anil cyano functions have been selec- 
tively reduced in the presence of ketone functions with diborane: see B. C. 
Subba Rao and (i. \\ Thakar, Current ScL {Indial 32. 404 (l%3»: CA. 60. 
43* ( 1964) for the r eduction of dia mines with sodium borohydride and 
acetic acid (a procedure thai involves reaction of the imminium salt with 
diborane), see J. A. Marshall and W. S. Johnson. J. (>r«. Chem. % 28. 421 |l%3»; 
(f ) the pyridine-borine complex in acetic acid solution is also a useful reducing 
agent lor ketones: see K. V. Yorka, W. L. Truelt, and W S. Johnson. ibitL 
27, 4580(19621. 

140) H C. Brown and G. ZwcileL J. Am, Chcm. Soc. 82. 3222. 3223, 4708 <l%0). 
Ml, ( al 11. (\ Bmwii and B. C. Subba Uao. ibuL Ml. 6423, 642S (IWl; <h) II. (\ 
Brown and A W. Mocriknlcr. iW.. 84, I47S (I9(,2>: 85, 21K>3 <1963|. 
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a-formylkclonc wilh 1 ,3-propanedithiol di-p-tolucnesulfonatc in 
alcoholic potassium acetate yields a keto dilhiokctal (e.g., |56]l, 
in which the dithiokctai function serves to block a methylene group 
during alleviation 711 ; it is removed by hydrogenolysis over Raney 
nickel (sec Chapter 1). The previously discussed monoalkylation 
of the dianion derived from an a-formylkctonc can also be con- 
sidered an example of the use of a blocking group. 



OHC 



CH. 




CH.tCH,— S— S0 : C,H 4 — OU-P): 
KOCOCH, 

CjH.OH 
reflux 



CH, 




A method for selectively generating a specific enolate anion that 
has received limited application thus far consists of reduction of an 
oc^-unsaturated ketone or of an a-halo- or oc-acetoxykctone with a 
metal such as lithium, sodium, or calcium in liquid ammonia 82 
(see Chapter 3). As illustrated in the equation below, enolate anions 
generated in this way can be alkylated before equilibration occurs. 



CH, 





i4\ 



„ An indirect procedure for the selective alkylation (or acylation: 
i|see Chapter 9) of an aldehyde or ketone involves the initial reaction 
■ of the carbo nvl compound with a secondary am ine to 'form an 
intermediatc^en amine/'^l ypical enamrne preparations ( are out- 
lined in the accompanying equations. It will be noted that the less 

(S:t la) G. Slork. V. Rosen. ;imi N. L. Goldman. Am. Ciwm. .W. 83. 2%5 

|b) R. E. Schaub and M. J. Weiss. Chan. I mi {London). 1961. 2(H)? ; (c) M. J 
Weiss. RE. Sehaub, J. F. Polctto, G. R. Allen, Jr.. and C 1 Coscia, ihitl.. 
•1963, I IK; (di M.J. Weiss and co-workers. Tetrahedron. 20, 357 <1%4). 
1 (K3) (a) G. Slork. A. Brizzolara. H Landesman. J. Szmuszkovicz. and R. Terrell. 
. { J. Am. Client. Soc. 85. 207 <1%3): (h> J. Szmuszkovicz in R. A. Raphael, E. C\ 
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-S— C 4 Hm-/i 



Ha -Ni 
(excess) 



C..H, 



CH.OH 



CM, 



a-formylketone with 1,3-propanedithiol di-p-tolucncsulfonatc in 
alcoholic potassium acetate yields a kcto dithiokctal (e.g., [56]), 
in which the dithiokctal function serves to block a methylene group 
during alkylation 76 ; it is removed by hydrogenolysis over Rancy 
nickel (see Chapter 1). The previously discussed monoalkylation 
of the dianion derived from an a-formylketone can also be con- 
sidered an example of the use of a blocking group. 



^ohc 



CH. 




CHjfCH;- 



-S— SO,C*H 4 - 
KOCOCH, 



-CH,-p), 



CH, - 



C)H,OH 
reflux 




[56] 



A method for selectively generating a specific enolale anion that 
has received limited application thus far consists of reduction of an 
^-unsaturated ketone or of an a-halo- or a-acctoxyketone with a 
metal such as lithium, sodium, or calcium in liquid ammonia 82 
(see Chapter 3). As illustrated in the equation below, enolate anions 
generated in this way can be alkylated before equilibration occurs. 




h An indirect procedure for the selective alkylation (or acylation: 
jjsec Chapter 9) of an aldehyde or ketone involves the initial reaction 
( tvof the c arbonvl compound with a seco ndary amine to iform an 
f i ^rmed?ate^en amine. 8r Typical enamme preparations .are out- 
V; Tmed in the .accompanying equations. It will be noted that the less 

X I. la) G. Stork. I*. Rosen, and N. L. Goldman. ./. Am. Chem. Soc. 83, 2%5 
^2 '. < h > R - E Schauh and M. J. Weiss. Chem. Intl. {Lantltml 1961, 2(K)3; (c) M- J- 
VVciss ' R E Sehaub. J. F. Poletto. G. R. Allen, Jr., and C J. -Cpscia. ibUL 
"*^^V|963, MS: (d) M. J. Weiss and co-workers. Tetrahedron. 20. 357 (1964). 
i t M«3) U0 G. Stork. A. Brizzolara. H. Landesnian. J. Szmuszkovicz. and;R. Terrell. 
I" J. / J - Am - CUcm - Soc - 85 - 207 < ,%3 > : < b > J Szmuszkovicz in R. A. Raphael. \i. C\ 
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MODERN SYNTHETIC REACTIONS 



highly substituted diamine is usually the predominant product 
unless the diamine function can be stabilized by conjugation with 
an adjacent functional group. The electronic distribution in 
cnamihes, as exemplified by the resonance structures [57] and 




{Ref. N4) 



(72-SO ;,) 

N(CH,), 




<X5" (1 of mixture) (I5"„ of mixture) 




(Rcf. AY. | 



T;i\lor. ;ukI J I. \V\nhen; (al.). .It/cmro in Organic ChrmiMiv: Methods <md 
ftr.snif.s. Vol. A, Wiley-hilcrscieiKv. Now York. pp. I 1 1 .V 

|S4) S. Hiinit!, \L Uicke. ;un! W. iireuuiuuer. <)r$. Syn.. 41. (>5 (I^Mh 

(S>) \i. P. Hlmicluird, Jr., J. ()t% Clu-m., 28. 1 .W 

(X(>} (al M. I;. Kuchne, ./. Chrnt. .W.. HI. >I00 ( IW); (hi II. O. House ami M. 
Scheileitbaum. ./. Clu-nt.. 2N, .\A i m. 1 ). 
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|58|, is such that the beta carbon atom bears an appreciable negative 
charge and may serve as a nueleophile. When diamines (e.g., [59 J) 

R— CH=CH— NR, < ♦ R — C r) H — CH— N °R, 

[57] [58J 

are treated with alkylating agents, reaction paths leading to 
C-alkylation or N-alkylation are possible. Subsequent hydrolysis 
of the C-alkylated iminium salt [60] yields an alkylated ketone, 
whereas the N-alkylated product [61] is usually water soluble, 
and relatively inert to hydrolysis. This alkylation procedure does not 




(81%) 



preclude the possibility of alkylation since the iminium salt (e.g., 
[62]) can react with the original enamine (e.g., [63]) to form a new 
enamine (e.g., [64]), which can react with the alkylating agent. In 




1 [62] 16.11 [64] 

such cases, hydrolysis of the reaction mixture yields, as neutral 
products, a mixture of the starting ketone (from the salt of the start- 
ing enamine), the monoalkylated product, and the dialkylated 
product(s). Frequently, the alkylation of enamines with simple 
alkylating agents is not a good preparative method because the 
major reaction is N-alkylation rather than C-alkylation. 8 ' 3 How- 
ever, good yields of C-alkylated products have been obtained with 
such very reactive alkylating agents as allyl halides, benzyl halides, 
or a-halocarbonyl compounds. The successful use of these reagents 
iv.g., [67]) may be attributable to the ability of initially formed 



Reaction 0-44 ) Reactions 331 

Nitrogeri Nucleophiles 

A. Attack by NH,, NHR, or NR, at an alkyl carbon 
0*44 Alkylation of amines 

3RX + NH, , R,N + RX — ~* R jN ' X 

2RX + R'NHj * R :r R'N + RX » R { R'N J X 

RX + R'R"NH i RR'R"N + RX ♦ R„R'R"N < X 

RX + R'R"R"N - RR'R"R'"N ' X 

The reaction between alkyl halides and ammonia or primary amines is not 
usually a feasible method for the preparation of primary or secondary amines, 
since they are stronger bases than ammonia and preferentially attack the 
substrate. However, the react ion is very useful for the preparation of tertiary 
amines 20 -"' and quaternary ammonium salts. If ammonia is the nucleophile, 
the three or four alkyl groups on the nitrogen of the product must be iden- 
tical. If a primary, secondary, or tertiary amine is used, then different alkyl 
groups may be placed on the same nitrogen atom. The conversion of tertiary 
amines to quaternary salts is called the MenschutMn reaction. It is some- 
times possible to use this method for the preparation of a primary -amine, by 
the use of a large excess of ammonia, or of a secondary amine, by the use; of 
a large excess of primary amine. However, the limitations of this approach 
may be seen in the reaction of a saturated solution of ammonia in 90% 
ethanol with ethyl bromide in a 16:1 molar ratio, under which conditions the 
yield of primary amine was 34.2% (at a 1:1 ratio the yield was 11.3%). 20n In 
some cases, where inductive or other effects cause the primary amine to be a 
weaker base than ammonia, it can easily be prepared in good yield. An 
important example is the conversion of a-halo acids to n-amino acids: 

R-CH-C00H — -> R-CH-COOH 

| NH; ( | .1 

X NH, 

Primary amines may be prepared from alkyl halides by method 0-45 or, 
more commonly, by the Gabriel synthesis (0-57). 

The conjugate bases of ammonia and of primary and secondary amines 
(NHiT, RNH", R 2 N") are sometimes used as nucleophiles. . However, they of- 
fer no advantages over ammonia or the amines themselves, since the latter 
.are basic enough. This is in contrast to the analogous methods 0-1, 0-16, 
; (36, and 0-37. Diaryl and triaryl amines are very poor nucleophiles, 
/ithough the reaction has been carried out with diary lamines.- 07 Sulfates or 
Sulfonates may be used instead of halides. As usual, tertiary substrates do 

r m, Fnr n review of this reaction with particular emphasis on the preparation of tertiary amines, 
"'see Spialter and Pappalardo, "The Acyclic Aliphatic Tertiary Animus," pp. 14-29. The Mam- 
milla n Company, New York, 19(if>. 
^Werner, J. Chvm. Sue 113, 899 (1918). 

"'M'alai and Weiss. Chvm. Soc. 1959, KV.lfi. . 
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front trifluomactUtes . +CF,. The-pyVyli UIU fa ] s characteris- 
s _ tic for the acetates and trifluoracetutes. A typical reaction of 
% ncctatw is the dt-compn. of two groups with the diminution of 

# ketcne and Ac,0 . Tnnuoroneetnles do not behave thus, but 

• -chnnnatc CF.CO.H. The decompn. of M-acetimim, sugars 
folh »ws a different route, leading to a stable end product which re- 

C5779t ThmJayer chromatography of carbohydrates. A. 
fastuszyn and Jt. Michl. MM. Versurhssta. Caerunisecwrbe 
HV™ 20( -2) M(190B)(Oer). To sep. and dctcTu&ToS 
^.oh- amts. of carbohydrates by Ihin-laycr chromatog., develop 
^'iX* S , ^ jl l Ca .? C J G . tw, « in the wn,c Erection with BuOH- 
( ^; 4) *.^ r ^ n F bt,Wtt » ™ n «* * h ™ o»cc transversely 
with BupH:HOAc:Ktrf):H*0 (9:0:3: 1 ). I*t the solvent front 
K S 10 ^i» .Iv?'. 1 ;^ i ,me -, rt Spruy 1st with 1:2 2 A' PhNH, In 
\\ Bu01I-2JV HjFO.; heat 10 rain, at 110* to detect almost all 

t m EtOH^concd. H,PO,; heat us before to detect ketoscs, sucrose 
? ra T ^f " S TC^ rd \ ime witl1 10: 1 °- 4 % naphtl orcsorci- 
$>. no in fctOH :coucd. H.PO,; heat as before to detect ildopentoses, 
^aJdolioiOfes ketoses, and other sucars aa- yellow-brown spots 
r Development tunc totals 7 hrs . C,- 4 compds. cannot be sepd . 
K . because of the reaction wall silica gel. Oligosaccharides such as 
J £7^7?^ a ? d . nialtohextise arp sepd. better with BuOH:iso^ 

* a? J Us ° Pictorial diagrams are shown for the sepn. and 
P detection <>f antbuiosc. 2-deoxy- U mftr> w .hcxose, 2-deoxy-frv///^- 
p pentose, fructose, fucose, galactose, 2-aniino-2-dcoxyrducose 
J glucoFc, lactose, lyxosc, maltose, mauuosc, 2-acetamido-2-de- 
f oxygluco« r ranii l osc, rhamnose, ribosc, sucrose, sorbose, taga- 

* tosr trehalose, xylose, glucuronic acid, maltotctrose, nidibiosc, 
& SSJJTSW ; dMd< ^**««" ft), digitoxose, Wwdroxyn' rthyl- 
- ; furfurul (II), golacturonic acid, maltotriose, and inelezttose in 

* 1?rV»?/nn XtS iJ 10 ^'15* ani! V 1 the «wideniatioii product of 
i SPV.Po^Vi.fS?** 1 by tr f 1,ins J *; f°< CH «OH), with 20 
' °" ■ 1 f NaOH at room temp, for 4 hrs. Neutralize with 
*■ coned. HCl, steam-distil, and ext. the residue with W%EtOH 

fiT** ?• ^n* thc " • ep * - 1 b * P a » ,tr ehramatoc; Prep! 
II by heutuig 10 g. sucrose with 30 ml. of ttfl. 0.3% (COOIlS, 
•m a dosed vessel at 145' fur 15 min., then at 125° for hrs. 
neutralize, with CnCO,, and ppt. Impurities with 0.5 g. 

i. Si? V 7 Hh H \9 Ac +? Ty WKr fln M. MgSO*, distil 

V off the *c.Iveiit , and crystallize It m .p. 31 • ) from the brown sinip 

^ ^icis^cH^ 011 ' ond stc r duta to »- ovc 

■ r^K™ 1 "' Wit S d^ethane-bMon trifluoridc ctheritc I 
.10 Afasirunardi, S . W. Wenmtti. j. O. Deferrari, and E. G. 
■P Wos (Univ. , Buenos Aires). Carbohyd Res 3f'M 177 
^.UfcOOKHug) AWknw tctra-t^ucetyl-^hexopyranosl-s und ergo 

3,2 ,3,4-!etra.O-aectj'l-/?.iKglucop>Tanose, l,2,3,G-tetr*-aacct vl-fl 
- o-g ucopyranof*. end a.a^^rtra^.acetyl^gluc^yram^c 

jf jD-£lucopyranosido when methylated with Mel and ArjO 
<&9 ^hen the conipd. is treated with CH,N, and BF|-Et s O, the 
If 6 SSSftJ £™ * I* }™ h ™ d in ^^j 1 J**!. «ith tl.e. Me ether 
l^fa^'fL, !rt ^I' 11 UnJt:1 - 6an.e condition,/ 
SV 1,3,4 ,(Mrttu-(?-acetyl-a-o.Balaetopyi " l * - ■ 




McOIl)j ( ^^a«tylJ)deriv. m. 19S-U°, (oft? * 



11° (c ■- 



on h 



r- ih7V\V« *Vi^ fc ^i~r , 'T i * iac,wpyl ' ai i osc ( I ).«-«mvrrted into 
Li&t?J» ? I", "''t ^ 1 tJ ' C , acctyI m ^ r ation observed when I 
metlrj-lated with l»urdie*s reagents. The tetra-O-aeetyl-0- 

. Jdtavnng niono-O-mcthylliexoses: 2-0-metliyl-j3-D- 

\ ^SSl fl fSTi y, * 8, ,T*?' ^^M-^-sluciw, and 2 V 
| J methyl-^-prgalactope. 10 references. RCVM 

B r£?J™ n * "J hydropipcridines from carbohydrate 

V P/f™', ^ tt 'Pji« 1 IIu "*«ia" 0'arke, Uovis & Co., Ann 
I wS° r ' f^"- /Mrf * < Londou ) 1«W(61), 2!20-7(En R ). 

'Cf^cr'^^r^^y 1 ^ 11 * ^ m Me °" ™ «»e Presence of 6 

S t'SiS , ^h Cr ^ e5I,0, \ (1, , llfi; - 3 . 4 >^ydroxypiperidii 1 es, chaiac- 
I & lZ ' ¥ ? ^«'ty) drnva. i„ a very good yield, e.g. }v-acclyl- 

I J n 1 J 111 ^f 3 " 1 - y i tW - ^""ivc rearrangentcut of 6*«ido-2>- 
S fi ir^ l >?. ,dmi! ^w*xy-^.iMribofuiaiioBe afforded utter ALaet-i via- 



l^r^ciM:, 111 . Ji'»-rfu- f or tnc D-galacto analog, m 141-5° 
J S*w after a«*ylat««i the corresponding 0-acetflmido.n.tleoxy-' 
i*** ^ it j 1 ' T . lhluJ an/tonosv products with N in the riur. 
"Sf -iJ!2 n ; * f < ^ J ?**»*y-»'-£:hww^act.»n/;, m. IS8-IO , ttf- 
a^'orawi (L^£icant»-'fM](;o3f>'*D-gluconoluctuin, ni. * 2irt-12° <de-' 
I ^ nT^f ** n « i »«' " f 2^-iwipropyii ( len l >J 1 0.di^-^ioly]- 
? ^ njlicniyl-u-fructofumnusc with 1 molar equiv. of NuX.in HCON'- 
*U a at 100 for 18 hrs. gave O-uzitlo^Hlcoxy^^-O-isnpropyli- 
'tol-C^lolykulfcuyViHfnictoruruiUiSC (I), in 7G-S" IU- 
h^.i3t <jf til.- ^tulyJb-uHonyloAy fuiietion in 1 by u Iw-Hyuul'i- 
*itauniiait<!*iU-iii(,yliiiitin mul hydrolysis affonkd oVowdo- 
■ jziuu: Keduclive. roanaiigeinfiit i.f II 



0.4 McOH). Reductive rearrangement of 6nzi<lo-a , i a-didvcny- 
^r/r a r i '. 8U . bsCgil ^ nt ?«*y^i°n gave A^-acetyl-0-methyKL- 
talo-6,1 ,ft-tnhydroxyi)ipendine, \6\ y 11 .4° {c 1 .55 MeOll ). 

M ? 5 7 B2 t Sequence studlM on Diplococcns pneumoliia^UTc II 
poIyBaccharlde, S. A. Barker, P. j. Somers, and M. Stact" 
iw™J la l Um t h * m ' , El, ^°- Carl ">h' d - 'Ka. 3(3), 2G1-70 
(1907)(Eug). Assay of HCOjH released by periodatc oxidn. of 
D. pneumoniae Ty;>e 1 1 polysaccharide (SI I), during liberal inn of 
nn L-rhamnose-contR. tnsaccbaride from SI I by o-i^rhomno- 
sidase dcmonstnit.id an „-(l - 4) linka nc between this trisae- 
chandc and the remamdtr of the SI J mol. Carboxyl -reduced 
SH [a]V 45», contg 49 7% D-glucose and 49.8% Jrhamnose 
was prepd. by redn..of the 2-hydroxyethyl ester in two staftcs. 
A comparison of thc cleaved products of tht action of specific 
mdnced a- and 0-D-glncosidases on SII and CArhoxyl-reduccd SH 
.demonstrated the present of 0-^(D-glueop)-ranosyluromc acid)- 
(1 — 4K>-a-u-g ucopymnosyl-(l 4) residues in SII and 0-fl-D- 
glucopynmosyl.(l i )-0-«-i>.glucopjTano5vI-(l 4 ) rcbiducs in 
the reduced pt»lysuccharide. A possible repeating" unit for SII 
ts discussed. - • RCYM 
' ^"'SSrV* th0 , hvdro B en l<m concentration on the 

?£oZJ V l UV ~yt Uih ^ gt Gcr -)' Mttrockim, Acta 10(5(0), 
l(WJ-7(Ger). Tnpbenyltctrazolium chloride (TTC), is whU-ly 
u , ™,1 dl -* h ydropenution rtasent for org. compds;. The HjO- 
R61. TTC salt is convened during this reaction into the corre- 
sponding fonnazan, a red ii.sol. compd. The spontaneous forma- 
tion of foraiazan occurs only in alk. media and the number of 
compels, responding to dchydrogenation increases with increus- 
U1 . K . V*2* en v »rt>"nicnt. Thc threshold pH of 12.45 above 
ll ^ C,emai i li, i! mct ' ve ' o*" be lowered to 12.0 by addn. 
of MeOll or Icri-BuOH. This shift reduces the no. of reagent 
puruiers, in 1 creaks the specif.dty *f the dehydiogenation, and 
nhurts one to follow quant, thc progress of reaction. Data on 
D-Klucosc, D-glucosc I -phosphate, sucrosf, cellulose powder 
Staich, Blycogcii, 2-aintiu»-2-dcoxy-^Rluw S e hydiwhlo'ri'.lc! 
chondroitm sulfntc, hyaluronic acid, heparin, Na lactate \ n K 
tailmtc, Na pyrnvtUc, «-oxofiIutaric add, cysteine hydro- 
chloride, creat inine, urea, and glycine are tubulin ed. 

65784r Preparation and characterization of 2-0*(4-6?me C tiivl- 
^^^Py^wwyJ-n^ylopyranose. Nirmolendn lioy UI >d T. 
Ii. limell (btute Univ., Cull, of Fore-li-y, Syracuse NY ) 
Carbohyd. Res. 3(2), 24fi-7(llt(i0-1957)(Kng). W(4^^icth- 
yl-w-P-ghicopymnosylurouic acnl)-l>-xylopyrano : ;e, prepd. by 
JSS^'S W™ 1 *™* « (^-"'nhylglucurono)^^, from 
nspen wood was acvty Intcd with AcO-NaOAc. The product 
v^^T d ^ l0 l^ h . m tctrahydrofuran and sanond. with 
NaOMe to give 6/% title compd., m. 95-105°, [a]^ 114' 
tH,OJ - ■"" Derek Hon on 
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057S5s Elucidotion of the stmcture of the Vi-antigen isolated 
Elubeiiehia] coll 5390/38. K. Heyns and O. Kiessl n« 



from 



Lniv. Hamburg, Ger.) Carbohyd. /f«..3(:i), 340-53(HhJ7) 
rSw 1 ■ tru 1 c J lurc f " f *- I,u Vi-antigen isolated from £. co/i 
5-t90/38 was elucidated by applying (i) mtthylation follow* d by 
redii., and {2) redn. prior to methylation. Hydrolyxutes of the 
\ i-aotineii material treated in these two wuys contained 2-amtno- 

HeTW -:^V iyI '/.- E, , ,laC, °. Pyranost: ( fro, » J > 2-«nuiilS2. 
(Jeox>^,b-di-amelliyi-i>.gulactoj)yram l sc (from J?), «*p. The oc- 
currenctr of these 2 coinp.l.s., as well as theal.set.ee or 2-un.iiu^L'- 
deoxy^-melhy -i>.,. tt htct.ipymiiose and 2-aniino-2-.icoxy^ fi- 
di-(;-meihyI-i). E alactopyraii.»se, condusively demonsliates 1 - 
4 glycoside bunds in the polysucclwridc. The products formed 
by hydrolysis were quant, detd. and identified using authentic 

V II " It ' H 




, ?, 1^ f tll ^°»' l ino r ac,d , 0,l «ja£'-of M.^e. Spa-k- 

1 of the structure of the V^nti^ is prated. _20 roferrnccs. 

^..—7, " JU'VAI 
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^ M.5-trihydroxypipcridiia f foJ s , 
^A^cetyfjdcrivr m. 19»-0 o , |d] \}~ - 




uiiimwuuivuhw, . w t . ine -pyryirain ion is charwctirij* 

., tic for the acetates und trinuorucctates. _A typical reaction of 
^occtutes is the decampn. of two groups with the elimination of 
, kttcne and Ac,0. Tnfluoroacetates do not behave thus, but 
.1. eliminate CF.CO.H. The decompn. of 1 ,0-acctimino sugars 
$ follows a different route, leading to n stable end product which re- 

r « . ThtaJnyer ehroniatography of carbohydrates. A. 
^stusiyit and H • Michl Mm. Vcrsuehsjta . Gacruvgsgnvcrbc 
& II 20(1-2) M(lKHI)(Qcr).. To sep; and detect 04-0.08 
& f ndcamU. of carbohydrates by thin-layer chromatdg., develop 
A i ™% Ue,k ° twicc in thc samc direction with BuOHf 

& EtUH-HeO <5: 1:4), drying between runs, tiicn once transverselv 
Jt with BuOH:HOAc:Et,0:H,0 (9:0:3:1).' Let tue^vent tat 
So^u^l^V;^ 11 t"™- 'Spray 1st with 1:2 2N PhNH* in 
$ BuOH-2A' H»PO <; heat lO^min. at 110° to detect almost oll 
%* "?iPrtt ; by uv . flu ,? r f^ CI1Cl> ' s V m y a B uin 10: 1 0.4 % orcinol 

* DiLlOH-co U cd.H.P0 4 ; heat as before to detect ketoscs sucrose, 
■* and .raflinose. -Spray a 3rd time with 10: 1 0.4% naphthoresorci-- 
t M °\ m EtOH : «» ,cd • WO*; heat as before to detect aldopentoscs, 
^aldohexoscs, ketoscs, . and. othci^gars us yellow-brown spots 
? Development tune totals 7.5 hrs. C*_, compds. cannot be send. 
h because of thc reaction with silica gel . Oligosaccharides such as 
i-SSSSS^i*?; • moJtohcxcwK arc sepd. -better with BuOH:iso- 
E lit0 t mixt f: ^^f 1 JwKfanis are shown for Uie sepn . and 
f detection of arubuiose, 2-deoxy-^ro^rto-heiose, "2-deoxy-rr;y//irff- " 

* pentose, fructose, fucow, galactose, 2*mino-2-deoxygIucose. 
I s glucose, -lactose, lysosc, maltose, mamiose, 2-acelamido-2-<lcr. 

j V oxyglucose, rafliuow:, rhainnosc, ribosc, sucrose, sorbose, taga- 
$■ ^vV"*""^' "jf 10 ^. glucuronic acid, malt otet rose, ineliMose, 
ISSfiwW dM \ dr ^ ctt » L ' W. diKitoxose, 5-1. vdroxymethyi: ' 

furfural (H), galacturouic oad, maltotriose, W -oiclczitose in * 

E r^mn^B- ^Jvinc, ,and. in the condensatioM-product- of 

5 'Si \3 ur?- ^ a0H -V 01 " . twnp ' . for 4 hrs - Neutralize with * 
M «iicu\ hu, Jteam-distU, and ext. Uie. residue with 80% litOH^ 

B 31- by -heating, 10 g. sucrose. with <B0 nuVof^q. 0.3% tCGOH)* - 
, an o closed-vessel at 140° for 15 min.rthcn ni t 125* for 2>/« hrs. 
k ^a^" 1 ^ 1 ^ W ^ h . C „ a ^VT»d-ppt. impurities "With 0.0 g. 

t d 411 t??S" a ? d ^?Vi llj ^ 11 < m -P- 31 •) front Uie brown simp. 
/h?? 1 ^ f °f 14 1 1111 "* C«ol quickly, desalt with Dowex 50, steam 

, | 1 t , ^ v ii^o ,rf>H -. and rep ^nonisr 

; £ J 5 '* " 1 Methylation of carbohydrates bearuig base-labile 
J " f 1 ^?"; 11 * 1113 ' diazometbanc-boron trifluoride etherate. I. 
J* °" Martrenanil, S. M Flcnintti, J. 0. Defcrrnri, and E. G. 

UAbJ(Hii«). t Aarious tetrn-OKicetyI-a-htxopjTanom;s undergo 

SJ? ^'^"f^ 011 "V^ 11 '^ 1 ! 011 w ^ P U rdie- 5 rea K 0J.t5;-thu;, • , r 

If « 7 "' P«P"ati n and characterizaUon of ^A^m thvl- 

Btf.**f««P>™nost, aitu J.^.O-lcUa^Wlyl^o-gluTOpyranose o-D^lucop^aiiosyl-D-xylopyranoKe. Ninnoleudu Roy and V- 

^/»t«?«ti;yl25.4 t 6 ; leUa4Wtyl. B. Timdl (Slate Univ., , Coll. of ForJSiy. Sy^«2 V V V 



0.4 MeOII). Reductive rearrangement of 5-arido-5,fl-didto\y. 

• J 1 ., 8UDS(; Q"Pnt*«cety]ation guve ^-acctyl-C-m-ihyl-L- 
toforJ^.S-tnhydroxyiji^cndint, [a] » u * 11 .4" (c 1 .55 McQil ). 

6S782p Sequence atudies on Diplocoecus'pneumTOke°type II 
PolyBaccbaride. S. A. Bark.r, P. J. Somers, ami M. Stacey 
(Univ. BirnimKhatii, Engl.). Carbohvd, 'jics. 3d) ^'.1-70 
■ •<1907)(Eng) : Assay of HCO:H released bv periodatc oxidn. of 
Dvpmumonuie Type II polysaccharide (SI1); during liberation of 
an L-rhamno9e-cont«. -trisa«:haride from -SH-.bv a-i^rhamno- 
sidast-, demonstrated an n-fl 4) linkaee betwi^i this tris*-c- 
charide and the remainder of thc SI1 mol." Carboxyl-rtduced 
SI1, JaJV 42?, e'ontg. 40.7% o-glucose and 49. b% L-rhamno«,e 
. TOJ»*J»U b y redii._of.the>hydroxye5hyl ester in two aiaifcs.. 
A comparison of the cleaved products of the~oction -of specific 
induced a- and ^-D-ghicosidases on SII and carboryl-reduced SII 
. demon slra tela the'jircsrRcc of ^^(i>-glucopyTano<yIuronic acid> 

* (1 -♦ 4)-0^-D-glueop}*rano5>i-(l -* 4) residues in SII and 0-3 -r>- 
-Rlucopyraiu«yl-(l 4 }-(%Q-i>-jducop>Tano?3l-( 1 4 j residue in 

the reduced polysaccharide. A possibl e repe ating" unit for SII 

Js discussed. * — . — RCYM " 

- *^* < 1 - Influence-ofjtho hydrogen ion xoncen'tration on the ' 
"■pecificity-of thc TTC reaction. TClaus Uorentx and Hau« Hoff- 
ineisn'r (Univ. H::nburtr, Ger.). Miknckim.. Acta 166fii) 
:10G2-7(Ger). ;Triphe^pltetmiwlium^±lorid« (TTC^-is-widely^ 
. utted -us a dehydrogenation-reageiit for org. cmnpds.-.The-H.C»- ' 
"«oK- TTG^salt- is convertcd-during-this reatttcra-into-tht; -corre- 
spond mg foniiazan, a red in sol . compd. The. spontaneous forn;;!- 
tiou of formazan occurs only in alk. medb'aud thenumbt-r of 
compds. responding to dehydrogenation increase* %vith increas- 
■ P- p , rJS! *. hc fnvir «n»»ciit. The threshold pil of 12.45, above 
'Which TTC remains inactive, could be lowered to 12.0 by adtin. 
of MeOH or ferl-BuOII. This shift reduces the no. of reagent 
partners, increases the specificity of the dehydrogenation , and 
allows one to follow quant, the progress of react icu. Data on 
D-Rlucose, D-glucosc 1-phosphate, sucro>c, celluto'-c powder *ul 
•starch, - glycogen, 2-utni[io-2-dcoxy-x>-gIucose hydrr-chlorid.-' 
chondroitin sulfate, hyaluronic acid, heparin, Ka lactrd" \- H 
t » r1r « t , e . pyruvate, a-oxo«lutnric arid, cystciuc 'hydro- 
chloride, creatinuie, urea, and glycine ure tabu]a;«-<J. 

G. \V. Sditii 



\ 'ir 1 ** itSttatiomer are con vertex un.uinf.uiyi n, 
l^^» > *^ uc ? p) ' r " Ilosidc wbcn ni «l»yla(f<l with Mcl"«n7rABtt>. 
.I^WdJtn the compd. is treated with CH,N, and BF A -Et,0, the ■ 
I §.T*elhylatcd product is produced in a liigh yield , with ihV Me ether " 
V&fxAr'i " ie « XpeCl , Cfl nositiou - - U » d ^ *l»c same cuiiditions, 
i-.Wl ^M^ 6 * T ^-acetyW-,>gulactopyranusc (I) ismnverted imJ 
W/?* ^-M;: -«t*>cr wiUiout-thc aectyl migration observed' when 1~ 
fawas meUiylated with-Purdie's reagents. The tctro-0-acetyl-O- 
j^niubyl-D-hexoi.yrauoscs were transfonned by deacetylat ion 
Nfinto the fullowing tnontvO-metliylliexoses: 2-0-methyl-fi.D- 

# mej.hyl-0-D- S alactose.. 10 references. RCYM 

657S!u Synthesis of bydropiperidines from carbohydrate 
l^^iocursors Stephen Hancssian (Parke, Davis & Co. Ann- 

' I ^,% of . **» <, "-^eoxyi««t(is«t in MeOJl in the. presence of fl 
$Tjr£° , ' C nt room tcu1p * uluI alm - P>«ss»re for J~2 hrs. of- 
.t-imded the corresponding 3.4,6-trihydroxypiptridhics, ehnmc- 

A-acetyl- 

.... . , 0' (r. 3.10 

itrarrmjigwneirt of O-aEido-2,3- 
" ' "i-acctyla- 
»xy pi pt-ri- 
iido-6-dc- 



t /- •> — r^-" »-t«»c»pw«oiHE o.'j.o-irinyaroxypiptridiiics 
i : ^ 1« ued as Uie A'- U «tyj derivs. in a very good yield, e.g . AWtyT 

' Q vj ^? , . r* tnhy d r o*y p i pe n f 1 J 1 1 e , in. 193«r, [«]„ 0' (r. ~ 
. § J M*J t «t quaql yield . Rcduct ivts i wrrm.gwneirt of 5-aEiJo- 
* J ^^rnavJideui>o-deox>'-j3-ij-iibr ) i'uraiiu!ii: afforded after A r -acci 
, ^ * Jua. ^^celyl^.^-benzylidene-r^r^-a^.^trihydroxvpii 
t -i | »V Wlf -42.7- (c l.fi3 McOH). O-Azid^C 

$ iv^-D-glue.iiie, in. J 28-30", or the D-galario aualo; 
% *l-}/* vc af(,rr Hi-etylation the corresponding (5-aettui 
1 IbS!^?^* C al l lcr tha " W'Pta'if'": products with N 
fti"r*; ;c * jt: , J3 - ° r ''--iitMio-O-rleosy.ii-gJucoiifilactoit*'., m. 
;; ^Wi.ofd 0-anmio-0-deoxy-i>-gtucuiiolartain, m. ' 'i 
^h'XT^'V , K< -' £! ^'0:i of 2 ( H-0-tbo:iropylirUni-l,<>.di.(;-fc-toIvl. 
M i -^^Vl-i-'-Injclofuninosc with ] molar eqaiv. nf XuK* in ilCON- 
r ; 1 1W ["i- 18 hri. gave G^zido^-4ii:oxy~2 t ^O-i^TuiuJL 
■JK.^^14^p.tolyls(jWonyl-/>fiuctofuranos(! (I), •?•--<»« ~ 



Carbfihyd. Res: 3(2), 24u-7(lttO(V-lH57)CEng). ^2-d~lu^\lih- 
y!-«r»-8lucopyranosyluioDic acid)-u-xylop>Tanos<:, prtpd. by 
partial odd hydrolysis of a (4-0-mcthylglueuxonob:ylan from 
aspen wood, was acetylaled with ActO-KaOAc. The prMuct 
was reduced with BjH. in teiruljydrofiinm and sapond. with 
l^OMe to give. T,7% thW.. compd., .in. eS-iOi 6 , U4« 

. 65785s Elucidation of the structure of the Vi-antigen isolated 
from Escherichia] coii 530(J/3tf. K.-Heyns ar,d G. Kiesstinc 
(Unw. Hamburg, Gcr.). Carhohyd. Jies. 3(3L 340-53 f IPG; ) 
io^V™ TI,t; Rlructutt; of Vi-antigcn isolated fioia coli 
r>AW>/38 was elucidated by applying (J) methylation followed by 
rodn and (2) redn . prior to nietli vlatioii . Hyrtrolyzau-s of liu- 
Vi-antigeu material treated hi thwe two way*, contained a-omino- 
deoxy-3-(.>-methyl.D-gulactup>Tanose (from J) and 2-nniino-2- 
dwxy-J.n-di^.methyl-D-galactopyraiioM: (from 'J), rop. The oc- 
curreiier. of tlttisc 2 compds., as well as the absence of 2-ainino-*'- 
deoxy-4-f).methyl-i>.gui a ctopyranose and a-amino-2-deoxy- 1 0- 
di<;-melhyl.D-galaci»)pyraiiose, conclnsivelv dviiHin<trau-« 1 -♦ 
A glycosidie bonds in the jxily saccharide . The pr.xiucts fonntd 
by hydrolysis were quant, itetd. and identified' u^iug autht-niic 



I in tin: 
210-12° 




tl^iVj-contni nf the ^-tulylMilforiyloxy function in I 'by' a beffla^ 
V]' 1 !* sttUtrqiiwit <:ebc«aoyjatiuii mid )iyfholy«s afforded (i-anit4«- 
~3 > -**«y-Ji-fni2tof uraiJOi" (Hj. JUduetivt- leamuii.'emeiit— T ^ r 

T»* ** '-J 



iXUIiUlJ subsLonre* in th« amino acid analyzer of Moore ^->ael ■- 
■ Jimn and -tktiiJ by r. spt;ci.)I huffer. I'tOm ihrst: rt»-ult* m-nK-l 
A ,.°[ "'it structure of the Vi-:miigi'n is prescnuid. HO for* "acrj 

KCT.M 




